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BRIEF FOR APPELLANTS 


Jurisdictional Statement 

Appellant, Logan L. Mallard, filed a single application 
for patent, Serial No. 204,646 on April 27, 1938, for an ici 




Tray for a conventional household refrigerator by means 
of which water can be frozen to produce cubes and these 
cubes easily removed in dry condition from the tray with¬ 
out having to release them by partially melting the cubes 
by placing the tray under a water faucet. Actually, here 
we are not directly concerned with the specific structure 
of the tray, it being enough to say that it consists of long¬ 
itudinal and transverse partition members connected in a 
manner to permit relative movement between them to cause 
release of the ice cubes. 

As is customary in a patent application, the structure of 
the tray was defined more specifically or in greater detail 
in some of the claims than in others but notwithstanding 
this fact, the claims are all directed to the same tray. In 
order that only one patent be granted on a single inven¬ 
tion found to be allowable, an interference search is made 
in the Patent Office and if other applications claiming the 
same subject matter are found, an interference is institut¬ 
ed to determine the actual and first inventor. 

When Mallard and others were found to have applica¬ 
tions pending on the same invention or subject matter, 
namely an ice tray, interference proceedings were institut¬ 
ed in accordance with the usual practice to determine the 
question of priority or the actual and first inventor and 
these interference proceedings although on only the one 
subject were divided into several parts and were given Nos. 
including the following: 78,099, 78,118, 15,449, 75,441, 
75.439 and 75,443. 

These interferences were decided in the Patent Office ad¬ 
versely to Mallard and to another party, Carney. Carney 
filed an appeal directly to the Court of Customs and Pat¬ 
ent Appeals, and Mallard promptly gave Notice under Sec¬ 
tion 4911 of the Revised Statutes (U.S.C. Title 35, sec. 59a) 
that he elected to have all further proceedings conducted 
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as provided in Sec. 4915 of the Revised Statutes, whereupon 
Mallard proceeded in the District Court to file Civil Ac¬ 
tions Nos. 33,417, 33,419, 38,211, 38,213, 38,210 and 38,212 
including General Motors Corporation, Lutz, Reeves and 
Storer as Defendants. Defendants filed Motions to Dismiss 
in the first four of these cases, and in each of the last two 
they filed a Request for a Preliminary Hearing based ok 
denial of jurisdiction included in their Answer to the Conji- 
plaint. In each Request for Preliminary Hearing, which 
apparently the Court regarded as a Motion to Dismiss, it 
was charged that there were no adverse parties residing ip 
a plurality of districts not embraced within the same stat^. 
In the first four cases it was alleged that the District 
Court did not have jurisdiction because Mallard et al dill 
not wait to bring Civil Actions in the District Court unt}l 
Carney’s Appeals had been dismissed by the Court of Cus¬ 
toms and Patent Appeals. Dismissal was denied in 
first four cases, and was granted in the last two. 

Appeals were taken by Defendants in the first groups of 
four cases and were assigned Nos. 9725, 9726, 9727 ank 
9728. Appeals were taken in the second group or the last 
two of these cases by the Plaintiffs and were assigned Nos. 
9947 and 9948. 

Appeals of both groups by agreement and approval o: 
the court are being argued at the same hearing and als<j> 
by agreement, the appeals of each group are being con¬ 
sidered together as the facts are substantially the same 
in each appeal. 

As stated in their Complaints, Appellants Mallard and 
Hofheimer assert and Appellees Lutz, Storer and Genera] 
Motors Corporation deny, that the jurisdiction resides ip 
the District Court of the United States for the District o^ 
Columbia by virtue of Sec. 63, and 72a of Title 35 of the 
United States Code. This Court has jurisdiction undeij 
the Act of June 25, 1948, Public Law 773 of the 80th Con¬ 
gress, U. S. Code Title 28, Section 1291. 
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Statement of the Case 

Appellant Logan L. Mallard filed a single application 
No. 204.G4G for a patent on an invention in an ice tray by 
means of which ice cubes can be produced in a convention¬ 
al household refrigerator and the cubes removed in dry 
condition without having to put the tray under a water 
faucet to melt them free. 

Other parties including one Carney also claimed the 
same invention and accordingly Mallard's application was 
thrown into a series of interferences between which the 
claims directed to his ice tray were divided. 

Decision was rendered against Mallard and against the 
party Carney in the ratent Office, and Carney appealed to 
the Court of Customs and Patent Appeals in accordance 
with Sec. 4911 II. ]S. (L\S.C. Title 35, Sec. 59a). 

Thereupon in accordance with the same section, Mallard 
gave notice of election to proceed tinder Section 4915 R. S. 
and proceeded to bring an action in each of the interfer¬ 
ences to compel the granting of a patent to him. (See 
APP. 1A for Civil Action 38,210 and APP. 35A for Civil 
Action 38.212). Defendants filed their answers (APP. GA 
and 41 A), and counsel for Mallard & Hofheimer filed on 
March 12. 1947. a Motion for Consolidation of the several 
actions (APP. 10A & 4GA) which Motion was discussed in 
open court on March 17, 1947. Thereafter on March 31, 
1947, a Stipulation (APP. 11A) was entered into by coun¬ 
sel for the parties hereto, such stipulation being directed to 
the several Civil Actions. Thereafter on April 2, 1947, an 
Order for Consolidation of Civil Actions 33,417, 38,418, 
33,419. 34.447, 34,448, 38,210, 38,211, 38,212, 38,213 was 
signed by Judge J. W. Morris (APP. 13A). 

About six months later; namely Sept. 23, 1947, Defend¬ 
ants filed Requests for Preliminary Hearings under Rule 
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12(d) of the Federal Rules of Civil Procedure (APP. Jl4A 
& 47A). In each Request for Preliminary Hearing, which 
apparently the Court regarded as a Motion to Dismisi, it 
was alleged that there were no adverse parties residing in 
a plurality of districts not embraced within the same sltate 
and therefore the District Court did not have jurisdiction 
under Section 72a. 

j 

On Sept. 29, 1947, Plaintiff answered the request for pre¬ 
liminary hearing (APP. ISA & 51 A) calling attention! to 
the fact that these cases were consolidated, that they all 
grew out of the same subject matter, were intimately re¬ 
lated, etc.; that the Defendants were estopped to urge liick 
of jurisdiction; that the cases should be decided in One 
action in one forum, and it would have involved hardships 
to have brought actions in several jurisdictions since it ijad 
been necessary to bring a majority of the related actions in 
the District Court below. ^Notwithstanding, an opinion of 
the District Court Nfov. 13, 1947 denied the motion in the 
first four cases and dismissed the actions in the last frtt'o, 
whereupon each losing party appealed, and each group of 
cases has been consolidated for brief and argument apd 
both groups have been consolidated for one hearing. 

I 

The Statutes Involved 

i 

Portions of statutes pertinent to these actions are: 

i 

Sec. 4915 R. S. (U.S.C. title 35, Sec. G3.) 

“Whenever a patent on application is refused by 
the Board of Appeals or whenever any applicant is 
dissatisfied with the decision of the board of inter¬ 
ference examiners, the applicant, unless appeal has 
been taken to the United States Court of Customs 
and Patent Appeals, and such appeal is pending or 
has been decided, in which case no action may lie 
brought under this section, may have remedy by bill 
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in equity, if filed within six months after such re¬ 
fusal or decision; and the court having cognizance 
thereof, on notice to adverse parties and other due 
proceedings had, may adjudge that such applicant 
is entitled, according to law, to receive a patent for 
his invention, as specified in his claim or for any 
part thereof, as the facts in the case may appear.” 

Act of March 3, 1927, 44 Stat. 1394 (U.S.C., title 35, sec. 

72a) : 

‘‘And upon the filing of a bill in the District Court 
of the United States for the District of Columbia 
wherein remedy is sought under section 4915 or sec¬ 
tion 4918 of the Revised Statutes (U.S.C. title 35, 
sec. G3 or sec. GG), without seeking other remedy, if 
it shall appear that there is an adverse party resid¬ 
ing in a foreign country, or adverse parties residing 
in a plurality of districts not embraced within the 
same State, the court shall have jurisdiction thereof 
and writs shall, unless the adverse party or parties 
voluntarily make appearance, be issued against all 
of the adverse parties with the force and effect and 
in the manner set forth in this section.” 

Sec. 4911. R. S. (U.S.C., title 35, sec. 59a) 

“....If any party to an interference is dissatis¬ 
fied with the decision of the board of interference 
examiners he may appeal to the United States Court 
of Customs and Patent Appeals, provided that such 
appeal shall be dismissed if any adverse party to 
such interference shall within twenty days after the 
appellant shall have filed notice of appeal according 
to section 4912 of the Revised Statutes (U.S.C., title 
35, sec. GO), file notice with the Commissioner of 
Patents that he elects to have all further proceed¬ 
ings conducted as provided in section 4915 of the 
Revised Statutes. Thereupon the appellant shall 
have thirty days thereafter within w’hich to file a 
bill in equity under said section 4915, in default of 
which the decisions appealed from shall govern the 
further proceedings in the case.” 









Statement of Points 


The points for consideration in these appeals are: 

(1) Whether or not a single subject, namely priority of 
invention of an ice tray, based on a single patent applica¬ 
tion contained in a single record may be divided and in¬ 
timately related parts tried in different jurisdictions when 
there is no choice but that action must be brought in one of 
such jurisdictions and the parties are both in court in such 
latter jurisdiction. 

(2) Whether the court having exclusive jurisdiction 
over a single subject involving more than two parties should 
settle all of the intimately related disputes relative to such 
subject between any two of the parties and in which the 
other parties are not involved. 

(3) Whether or not Appellants Mallard and Hofheimej* 
should be deprived of substantial rights by now refusing 
them any opportunity for review of the merits of theii* 
controversy in view of the fact that the time for filing civil 
actions in the jurisdiction of appellees has expired. 


(4) Whether or not there is in fact only a single ad¬ 
verse party in each of the actions or whether or not in fact 
there are a plurality of adverse parties residing within h 
plurality of districts not within the same state, within the 
meaning of Sec. 72a particularly since the cases involved 
in these two Appeals Nos. 9947-994S were consolidated wittf 
appeals Nos. 9725-9726-9727-972S in the District Court by 
virtue of a Motion for Consolidation (App. 10A) a Stipula¬ 
tion (App. 11 A) and an Order for Consolidation (App. 
13A). In the proceedings for consolidation it was brought 
out that all of these six Actions were based upon a single 
Mallard application for patent, Serial No. 204,GIG, and 
that the parties Mallard et al and General Motors Corpora] 
tion are involved in each, and the parties Lutz and Storei) 
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are involved in two other cases in which initially there 
were third parties. This is apparent from the titles of 
these six cases. 

Summary of Argument 

The issue here seems quite simple and susceptible of only 
one answer, namely, (1) whether or not a single subject, 
priority of invention of an ice tray, based on a single pat¬ 
ent application contained in a single record must be divid¬ 
ed and intimately related parts tried in different jurisdic¬ 
tions the parties being in court in one jurisdiction; 
(2) whether the court having exclusive jurisdiction over a 
single subject involving more than two parties should set¬ 
tle all of the intimately related disputes relative to such 
subject between any two of such parties and in which the 
other parties are not involved. 

Where all the real parties in interest are the same and 
all the actions involve the same questions of law and fact it 
is urged that equity has jurisdiction to avoid a multiplicity 
of suits. 

The Appellees, Lutz, Storer and General Motors Corpora¬ 
tion, are t>efore the court already in Civil Actions Nos. 
33.417, 33,419, 38,211 and 3S,213, (Appeals Nos. 9725, 9726, 
9727 and 9728) therefore Appellants’ interpretation of the 
Statute (Sec. 72a) would work no hardship upon them. 

The United States District Court for the District of 
Columbia erred in dismissing Civil Actions Nos. 38,210 
and 38,212 (Appeals Nos. 9947 and 9948) because in four 
other intimately related Civil Actions it was the only court 
having jurisdiction. Further, in all six of these Actions, 
both Mallard et al and General Motors Corporation are 
parties and therefore General Motors Corporation is in 
Court, and the Court having jurisdiction of the parties 
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should settle all of the intimately related disputes relative 
to the same subject matter between fewer than all of the 
parties, namely, General Motors Corporation and Mallard 
et al. 

i 

There is but a single subject involved, namely, priority 
of invention of an ice tray, it is based on a single applica¬ 
tion for patent, namely, Mallard application Serial 2fo. 
204,G4G. It is submitted that the subject may not be 
divided and intimately related parts tried in different juris¬ 
dictions, the purpose of the Statute (Sec. 72a) being jto 
make possible the adjudication of all issues between £pl 
adverse parties in one proceeding and in one forum jin 
order that full justice be done. This will be accomplished 
only if the action of the Lower Court is overruled. 

Appellants Mallard and Hofheimer II, should not be 
deprived of substantial rights by now refusing them op¬ 
portunity for review of the merits of their controversy in 
view of the fact that the time for filing Civil Actions in the 
jurisdiction of appellees has expired. 

I 

Appellants assert that by consolidation there aife 
a plurality of adverse parties residing within a plurality pf 
districts not within the same state, within the meaning pf 
Sec. 72a. 


I 


i 
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Argument 

These are two appeals from Orders of the District Court 
dismissing the above actions for want of jurisdiction. The 
jurisdictional question was raised by the appellees herein 
in Requests for Preliminary Hearings, which the Court ap¬ 
parently regarded as Motions to Dismiss, and in which it 
was charged that there were no adverse parties residing in 
a plurality of districts not embraced within the same state. 
These Requests for Preliminary Hearings and the Opinion 
& Orders of the Court were based on U.S.C. Title 35, Sec. 
72a. which gives the United States District Court for the 
District of Columbia jurisdiction when there are adverse 
parties residing in a plurality of districts not embraced 
within the same state. 

In issuing these Dismissal Orders the Court apparently 
overlooked the fact that these cases are before it by virtue 
of a Motion (App. 10A) and Order (App. 13A) for Con¬ 
solidation. which brought together Appeals 9725-2G-27-2S 
and these two Appeals 9947-4S. In the proceedings for con¬ 
solidation it was brought out that all of these six actions 
were based on a single Mallard application for patent, 
S.X. 204.G4G, and it is also clear from the titles of these 
six cases 9725-28, inclusive, and 9947-48, that the parties 
Mallard and General Motors Corporation are involved in 
each, and each of the other parties in at least two of these 
six c-nscs. Therefore, there is only one question for ad¬ 
judication: namely, priority of invention of an ice tray dis¬ 
closed in a single application of the party Mallard, and 
based on a single record. 

It is true that the claims of this one Mallard applica¬ 
tion were originally split-up into sixteen intimately related 
parts or interferences, which subsequently have been reduc¬ 
ed in number and here we are only concerned with six. It 
follows, therefore, that adjudication of priority of the sub- 







11 


ject matter disclosed in Mallard's single application i^ in¬ 
capable of being equitably determined piecemeal. Further, 
since these same parties are already 'within the jurisdiction 
of the Court in four of the six parts of the question for 
adjudication or interference, all six including the remain¬ 
ing two disputes between them should be settled in one 
action, as the purpose of Sec. 72a is to make possible the 
adjudication of all issues between adverse parties at one 
proceeding and in one forum, thus avoiding a multiplicity 
of suits. This will be accomplished only if the action of 
the lower court granting Defendant's Motion to Dismiss is 
overruled. Certainly the Court having exclusive jurisdic¬ 
tion over a subject involving more than two parties should 
settle all of the intimately related disputes relative to the 
same subject between any two of the parties, even though 
the other parties are not directly involved. 

Mallard, an individual of extremely limited means backed 
to a limited degree by his friend, Hofheimer, is the Appel¬ 
lant in each of these Appeals, while the Appellee, General 
Motors Corporation of Delaware, is a powerful corporation 
which, by assignment, has acquired certain rights from ^he 
inventors, Lutz and Storer. It is needless to say that [in¬ 
sofar as resources are concerned, there is no comparison. 
There is diversity of citizenship between Lutz and Stoter 
and the General Motors Corporation and notwithstanding 
the fact that General Motors Corporation has acquired 
rights from Lutz and Storer, Plaintiffs are not prepared 
to say that the parties, Lutz and Storer, have not retained 
some interest in the inventions covered by their applica¬ 
tions. 

The Lower Court has said that: 

“Since the statute granting jurisdiction deoils 
specifically with when jurisdiction is permitted, tjie 
general jurisdiction of equity to prevent a multiplici¬ 
ty of suits does not apply.” 
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While this may Ik? correct in some instances, under the 
present circumstances we think that it is erroneous. Fur¬ 
ther. the parts of cases previously had been consolidated on 
the record and in its ruling the Court has gone beyond 
the record and held that there is some question as to the 
consolidation and has in effect agreed that the defendants 
reserved the right to question the jurisdiction. 

It is submitted that since there is only one material 
question for adjudication which has been divided into sev¬ 
eral intimately related parts and certain of these parts are 
rightfully before the District Court, the other parts should 
likewise be considered and determined. Apparently the 
Lower Court has failed to understand the facts on which 
these actions are based. It has failed to realize that the 
one question is to determine priority or to determine who 

invented the ice trav disclosed in the one and onlv Mallard 

• * 

application for patent involved here; that is, Mallard Ap¬ 
plication Serial A\>. 204,(>4G tiled on April 27, 1938. 

The ice tray, the priority or inventor of which is sought 
to !>e determined., is for a conventional household refriger¬ 
ator by means of which water can be frozen to produce 
cubes and then these cuIk?s can lx? easilv removed in dry 

* V 

condition from the trav without having to release them bv 
melting the cubes by placing the inverted tray under a 
water faucet. Actually as previously stated, we are not 
too much concerned with the specific structure of the tray; 
it Iv'ing enough to say that it consists of longitudinal and 
transverse partition members connected in a manner to per¬ 
mit relative movement between them to cause release of the 
ice cuIk's. 

As is customary in a patent application, the structure of 
the tray was defined more specifically or in greater detail 
in some of the claims than in others but not withstanding 
this fact, the claims are all directed to the same tray. In 
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order that only one patent be granted on a single inven¬ 
tion found to be allowable, an interference search is made 
and if other applications claiming the same subject matter 
are found, an interference is instituted to determine tfie 
actual and first inventor. When Mallard and others wejre 
found to have applications pending on the same invention 
or- subject matter, namely an ice tray, interference proceed¬ 
ings were instituted in accordance with the usual practice 
to determine the question of priority or the actual inventojr, 
and these interference proceedings were divided into sev¬ 
eral parts and were given Xos. including the followin 
78,099, 78,118, 75,449, 75,441, 75,439 and 75,443. 

These formed the basis respectively of Civil Actions 
33,417, 33,419, 3$,211, 38,213, 3S,212 and 38,210. Motioiis 
to Dismiss in each of these resulted in Appeals before this 
Court of Xos. 9725, 9720, 9727, 9728 grouped together and 
9947 and 994S likewise grouped together, to this last group 
this brief is primarily directed. 

It is the position of the party Mallard et al that this is 
only a single question or subject for adjudication and it 
is imperative that it not be heard piecemeal but in its ert- 
tiretv by the lower or District Court from which these 

*■ * i 

Appeals are taken. This is because in the other four ou|t 
of the six parts or divisions of this subject matter the Court 
below is the only court which can have jurisdiction undcir 
the law, and having jurisdiction in such four of the sijt 
parts or divisions it should decide all disputes between th|e 
same parties, thereby avoiding and discouraging a multi¬ 
plicity of suits, particularly when these disputes are all in¬ 
timately related and form an indivisible part of the same 
subject matter. 

As previously indicated, the one question of priority oi* 
who made the ice tray invention has been divided into six 
parts and due to diversity of citizenship the Lower Court; 
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is the only court having jurisdiction of four of the six parts 
and accordingly Mallard brought all six actions in the one 
court. Jurisdiction in all six cases was challenged six 
months after the defendants answered the complaints. 

In the first four of these Appeals 9725 to 972S, inclusive, 
the motion was based on the ground that because one of 
the defeated parties (Carney) had brought an action in the 
Court of Customs and Patent Appeals, another defeated 
jmrty (Mallard) having given notice of election to proceed 
in the District Court under Section 4915 should not have 
filed his action in the District Court until after dismissal 
of such suits by the Court of Customs and Patent Appeals. 

In other words, it was and is the contention of General 
Motors et al that Mallard, one of the defeated parties in 
an interference, could not bring an action under Sec. 4915 
because another defeated party (Carney) had appealed to 
the Court of Customs and Patent Appeals and such appeal 
had not l>cen dismissed. This was the contention of Gen¬ 
eral Motors et al notwithstanding the fact that notification 
had been given by the second defeated party (Mallard) of 
election to proceed in the District Court and that dismissal 
by the Court of Customs and Patent Appeals was manda- 

torv and therefore merelv a formalitv. 

• % %> 

Mallard et al contends that he had a right to proceed in 
the District Court regardless of the existence or non-exist¬ 
ence of anv action taken bv Camev or anv other defeated 
• • * 

party in the Court of Customs and Patent Appeals. The 
lower court Apparently agreed with Mallard and denied the 
Motions to Dismiss in these four cases. 

Relative to the two remaining divisions or Appeals Nos. 
9947 and 9948 and the adjudication or the determination 
of priority or who was the inventor of the ice tray, dis¬ 
closed in the single Mallard application, jurisdiction was 
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challenged as above indicated and the lower court dismissed 
the actions. | 

Appeals have been taken by the losing parties in j?ach 
group and in the latter group, namely, 9947 and 9j94S, 
there is a motion for dismissal on the grounds that tnese 
Appeals were not taken from the final Motion of the 
District Court issued November 20, 1947, granting 

dismissal for a lack of jurisdiction but were taken f|roni 
the overruling of the motion for rehearing. Actually, what 
happened is that on November 20, 1947, the District C<j>urt 
issued the dismissal orders. According to the rules, Mal¬ 
lard had ten days in which to request rehearings. On j the 
eighth day he filed such motions. These were denied May 
28, 194S and on the following June 10th, Mallard gave 
Notice of Appeal to this court. Admittedly the Appeals 
may not have been phrased in the choicest language put 
they -were clearly intended to comply with the requirements, 
it being considered at the time that they were parts of the 
same actions which had been dismissed, and the order of 
the District Court dismissing the actions was what \jras 
sought to be reversed by the appeal. 

Since the question for adjudication here is one of priority 
or who was the first inventor and is based upon a single 
application and a single record of the Party Mallard, which 
question for determination has been divided into six parlts, 
it is necessary in the interest of justice that the matter [be 
considered at one and the same time by a single court be¬ 
cause if adjudication were by separate courts, it woi 
work a hardship on all parties as well as upon the courts 
and might lead to conflicting decisions. 

It is respectfully submitted that the purpose of both the 
Statute and the General Rule is clearly served by the Ac¬ 
ceptance of jurisdiction by the Court below since the De¬ 
fendants must appear there in four of the actions, and it 
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will involve no hardship to have the two other actions be¬ 
tween two of the same defendants determined at the same 
time. It would work a substantial hardship if a plurality 
of actions were brought in different localities. Certainly 
with the lower court accepting jurisdiction, it cannot be 
said that Appellees are forced to appear in a place most 
convenient to Appellants for the mere purpose of incon¬ 
veniencing the Appellees. In support of this position at¬ 
tention is directed to Robinson, Jr., et al v. Wayne et al, 
decided May 29, 1943, by this tribunal, 78 App. D.C. 15. 
13(1, F2nd 7G7. Commenting on the question of jurisdic¬ 
tion it was stated that: 

-Obviously the purpose of the statute is to make 
jurisdiction depend upon the situation which is re¬ 
vealed by the complaint/’ 

It was also stated that: 

| 

“The purpose of the statute is to make possible 
the adjudication of all issues involved, between all 
adverse parties in one proceeding and in one forum.” 

Plaintiffs further respectfully submit that in view of the 
fact that under the statutes it was necessary to bring a 
majority of the intimately related actions in this District, in 
view of the circumstances revealed by the Complaint, that 
it would have been inequitable to have singled out and 
brought this action in the district in which defendant, Gen¬ 
eral Motors Corporation resided, since this would have 
subjected the defendant to a multiplicity of suits in differ¬ 
ent jurisdictions and on the same subject matter. Conse¬ 
quently it is conceivable that such a suit brought in the 
jurisdiction of defendants’ residence could have been dis¬ 
missed on this ground, leaving plaintiffs without recourse 
in law or in equity. In other words, defendants are re¬ 
questing the Court to hold that plaintiffs should have 
committed an inequitable act by bringing this single ac¬ 
tion in another jurisdiction from that in which it was nec- 
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essary to bring a plurality of actions relating to the saijne 
subject matter and involving the same defendant General 
Motors Corporation. 

Under Sec. 4915 any applicant dissatisfied with the de¬ 
cision of the Board of Interference Examiners mav haye 

* I 

remedy by “bill in equity” if liled within six months after 
such decision. 

It is certain from Sections 4915 and 4911 and Section 
72a that Congress contemplated a single bill in equity 
where a single patent is refused or where any applicant is 
dissatisfied with the decision of the Board of Interference 
Examiners in an interference involving his application. 
There is nothing in the statutes authorizing a plurality Cf 
bills in equity directed to different parts of a single sub¬ 
ject in one invention. We are not responsible for the Pat¬ 
ent Office disection thereof. 

The rule of the statutes may be epitomized in this lan¬ 
guage : | 

“Q)ie cause, one bill of complaint 

If for technical reasons the Commissioner of Patents sej:s 
up six interferences with as many different parties 6r 
groups of parties, still the applicant owning one applica¬ 
tion involved in all six has one cause, and even though six 
bilis of complaint were filed, they are merely different as¬ 
pects of the same cause and were for that reason consolidajt- 
ed by order of Judge Morris (App. 13A). The several 
claims of a patent application are not separate pater} t 
causes but are different aspects of the same cause. W'itlii/i 
the meaning of the statutes (Sec. 4915, 4911, 72a) any 
number of bills of complaint together constitute f in effect, 
the single bill of complaint authorized by the statutes, 
where but one cause is involved. 
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It has sometimes happened in the Patent Office that ten 
or more parties have been involved in an even larger num¬ 
ber of interferences—the reason being that the application 
of each party has different relationships to the applications 
of the other parties. If twelve two-party interferences 
arose, and one party owned one application involved in ten 
of the twelve interferences and further if he were dissatis¬ 
fied with the decision of the Board of Interference Exam¬ 
iners. according to the interpretations of Chief Justice 
Laws of Sec. 72a that dissatisfied party would be compelled 
to bring suits in as many different districts as the resi¬ 
dences of the adverse parties required. Ten different suits 
in widely separated districts might be required. Obviously 
conflicting opinions would probably result. Such a literal 
interpretation of the statutes in man}’ cases will defeat 
justice and will work havoc with a client. 

Congress apparently never considered such a result, when 
drafting the statute (Sec. 72a). 

The learned Chief Justice of the District Court apparent¬ 
ly did not consider the nature of a patent application: that 
it is a single proceeding, and that even though six—or six¬ 
teen—interferences may arise, still the application owner 
or owners are involved in one proceeding, viz., to obtain a 
patent. An interference involving a patent application is 
merely a part of the single proceeding of procuring a pat¬ 
ent. Sixteen interferences do not change one patent cause 
into sixteen. 

To compel a party to a single proceeding to sue in dis¬ 
trict courts scattered over the Lmited States is contrarv to 

A# 

the principles of equity, and is plainly contrary to the in¬ 
tent of Congress in framing Sec. 72a, the principal purpose 
of which was to prevent a multiplicity of suits in different 
parts of the I’nited States. 






In the single cause involving the Mallard application, 
there are adverse parties residing within a plurality of dis¬ 
tricts not within the same State, within the meaninig of 
Sec. 72a; and this is true whether or not General Motors 
Corporation is the sole indispensable party in two of the 
six interferences. 

It is a general rule in interpreting statutes that the Sing¬ 
ular may include the plural and the plural may be inter¬ 
preted as meaning the singular. Often Congress has so 
stated. For example in the trade-mark Act of July 5, J.94G 
(GO Stat. 427), Section 45, we find the following: 

“Singular and plural. Words used in the singiilar 
include the plural and vice versa. 77 

Our patent laws are a collection of many enactmehts, 
parts of which date back to 18G3. We may safely follow 
this modern law when interpreting Sec. 72a, especially 
when, as in these appeals a multiplicity of suits would 
otherwise be required. 

Standard Oil Company v. Pure Oil Company knd 
Cary R. Wagner, 35 USPQ 108 (District Court, of 
the Dist. of Col.) 

In this case the plaintiff had filed a suit in the United 
States District Court for the Southern District of Ohio qnd 
also had filed a bill in equity under section 4915 naming! as 
defendants Cary R. Wagner the inventor-assignor, a resi¬ 
dent of Illinois, and as co-defendant the Pure Oil Company, 
a corporation of Ohio and the assignee of the entire interest 
in the patent application of Cary R. Wagner. 

The Patent Office awarded priority of invention to Wag¬ 
ner in a single interference involving two patent applica¬ 
tions. The Court said: 

I 

“As said above, so far as appears from the allega¬ 
tions of the bill, the defendant-assignor has parted 
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with his entire interest and will in no way be affect¬ 
ed by the result of this suit. To hold that the plain¬ 
tiff by making a mere formal party a co-defender, 
can compel the real defendant, the real party and 
interest, to come from any part of the United States 
and defend his rights in the District of Columbia 
would conflict with the general purpose of Congress 
as appears from the fact that ordinarily suits in the 
federal courts must be brought in the district in 
which the defendant resides.' 7 

This case, relied upon by the appellees in the proceedings 
l>efore the District Court, is not pertinent because in the 
tirst place the appellants here have not filed another suit 
in any United States district court where any of the ap- 
I>ellees reside; therefore it is not compelling appellees or 
any of them to defend two suits in two different jurisdic¬ 
tions. 

The second point of difference is that in the reported 
case there were two applications involved in a single 
interference, whereas in this controversy a single patent ap¬ 
plication of the party Mallard is involved in six different 
patent interferences all of which are before this Court on 
appeal. Regardless of whether General Motors is the 
only indispensable party-defendant it is not compelled to 
conic to the District of Columbia to defend its right because 
it is already before this Court in the four appeals, Xos. 
0725, 07:10. 0727 and 0728 of the four companion inter¬ 
ferences. All six cases were consolidated (App. 13A). 

The holding of Justice Bailev in the above case was in 
part to the effect that a plaintiff should not be permitted 
to maintain two different suits under section 4015 in two 
different jurisdictions. This is precisely the appellants’ 
contention in this brief, namely that a multiplicity of suits 
should l>e avoided wherever possible. 


I 





Justice Prettyman in Lord Manufacturing Co. v. St inwon 
ct al, 73 F. Supp. 9S4, OSS (DC-US-DC) remarked:— 

“That equity has jurisdiction to avoid a multiplici¬ 
ty of suits is an exceedingly practical doctrine. It 
seems to us that the legal remedies available to jthe 
plaintiff, by way of a multiplicity of actions agaihst 
different scattered customers, are speculative incon¬ 
venient and inefficient. Plaintiff cannot, we believe, 
as adequately protect its rights in that piecemeal 
fashion as it can by a single proceeding in equity! 

“Whether, as an abstract proposition, multiplici¬ 
ty of suits will alone support equity jurisdiction is 
subject to some difference of opinion. But it! is 
agreed that where the parties to all the possible fic¬ 
tions are the same, and all the actions involve t|he 
same question of law or fact, equity has power \ to 
effect relief.” 

In the case of Royal Trust Co. of Montreal v. Gardiner, 
44 App. DC 570 this Court said (p. 57G) :— 

“It thus appears that vexatious, needless, and un¬ 
satisfactory litigation is bound to ensue unless re¬ 
lief is granted herein. The controversy is one whiqh, 
in its essence, appeals to a court of equity, fbr 
through the interposition of that court a comprehejn- 
sive and adequate decree may be entered covering 
the whole controversy, and a multiplicity of suits 
thereby avoided. Such conditions justify* the juris¬ 
diction of equity.” (citing cases) 

“The parties are all before the Court.” (p. 57G) [. 

... .“It thus appears that a single action will deter¬ 
mine the rights of all parties and permit full justice 
to be done.” (p. 577) 

See also Fish v. Kennamer, 37 F. 2d 243, 24G (CCA-jo 
Cir.) and Leavenworth Savings and Trust Co. v. New mein 
et al, 23 F. 2d S35, S38 (CCA-8 Cir.) 

And in these appeals, the parties are all before the Court, 





or at least. General Motors Corporation, alleged to be the 
real and only adverse party in interest, is before the Court. 

A single action will surely determine the rights of all the 
parties and permit full justice to be done. 

Robinson et al, v. 'Wayne et al, 78 App. D. C. 15; 

136 F. 2d 767: 57 USFQ 514. 

An interference between Robinson, the appellant, Wayne, 
the apj>ellee, and Cannon, resulted in an award of fifteen 
counts to Wayne and two counts to Robinson. (Claims in¬ 
volved in an interference are termed ‘‘counts” in the Pat¬ 
ent Office.) Cannon was awarded nothing. Robinson then 
brought suit under 4915 joining The Texas Company, his 
assignee, as party plaintiff: and joining Wayne, Cannon 
and the Standard Oil Development Co. as defendants. The 
company last mentioned was alleged to be the present own¬ 
er of the Cannon application. Standard was incorporated 
in Delaware and had a place of business in the Southern 
District of New York. “If Standard is an adverse party, 
within the meaning of the statute (Sec. 72a) then the Dis¬ 
trict Court has jurisdiction, and appellants must succeed 
on this appeal.” (Appeal was from a decree dismissing 
the complaint.) 

The Court followed Xacliod Sc U. S. Signal Co. v. Auto - 
mafic. 105 F. 2d 9S1. pointing out that an owner of a pat¬ 
ent is even more clearly within the language of the statute 
than was the exclusive licensee in the Xachod case, that is, 
he is an adverse party, within the meaning of the statute, 
when joined as a party in a Sec. 4915 proceeding. If the 
party uj>on whom the Court's jurisdiction depends was, at 
the time of filing the bill actually an adverse party within 
the meaning bf the statute, that is sufficient, the Court 
stated. If he does not appear and answer, that is, if he 
chooses to default, that does not deprive the Court of juris¬ 
diction. 



The Court went on to say (p. 17) : 

‘‘The purpose of the statute is to make possible 
the adjudication of all issues involved, between all 
adverse parties, in one proceeding and in one forum. 
( Underwood , Interference Practice, 1928, Sec. iG4 
pp. 418, 419). The District of Columbia was select¬ 
ed by Congress as being the forum in which this 
fundamental objective of equity can best be achieved, 
when adverse parties reside in a plurality of districts 
not within the same state. That prerequisite having 
been satisfied in the present case, the District Court 
for the District of Columbia has jurisdiction.” 

The decree dismissing the bill was reversed. 

i 

While the facts are different, this case has been discussjed 
because of the striking sentence: 

“The purpose of the statute is to make possible 
the adjudication of all issues involved, between all 
adverse parties, in one proceeding and one foruni.” 

That result is precisely the result appellants seek in the 
six civil actions now up on appeal. 

Vietti et al. v. Wayne et al, 78 App. D. C. 17; 1J1G 
F. 2d 7G9; 57 USPQ 51G. 

A companion case to Robinson v. Wayne, 7S App. D. C. 
15; 13G F. 2d 7G7. 

Suit under Sec. 4915 to obtain a patent, brought Vietti 
and others against Wayne and others. From a decree dis¬ 
missing the suit, plaintiffs appealed. 
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After stating that the same fundamental question was in¬ 
volved in this case that was decided in the Robinson h 
Wayne case, supra, the Court stated that there was an ad¬ 
ditional question arising out of the following facts: 

The Patent Office interference involved eight counts- 
The award was to Wayne on six counts, to Vietti and Ga(- 




rison on one count, and to Cannon on one count. (Cannon 
had assigned to Standard Oil Developing Co.) 

Appellees contended that the count awarded to Cannon 
and Standard is for subject matter separable from the sub¬ 
ject matter of the remaining counts and that Cannon and 
Standard have an interest which is separable from that of 
Wayne and should not be joined in the same suit with 
Wayne as parties defendant. The Court said:— 

“The theory of this contention is that even* claim 
in an application for patent represents a separate 
invention: that in controversies concerning such 
claims each claim involves a separable controversy; 
and that separable controversies are wholly determin¬ 
able between the parties thereto.” 

The Court said (p. IS) :— 

“While each of the propositions asserted, standing 
alone, is correct for certain purposes, the result con¬ 
tended for by appellees does not follow. The fact 
that certain defendants may be* sued separately does 
not necessarily require* that they be sued separate¬ 
ly. 1 The very purpose of the applicable statute 
[Sec. 7:1a] in the present case is to permit the bring¬ 
ing together, in one proceeding, of all parties whose 
interests are adverse: whether their adversity arises 
out of interfering patents or l>ecause they were ad¬ 
verse parties in an interference proceeding; in order 
that the interests of all may be determined. For this 
purpose the controversy is inseparable.” 2 

“The important consideration is not, as appellees 
contend, what the Patent Office awarded at the con¬ 
clusion of the interference proceeding. It is, instead, 
what the parties to the interference claimed. Appel¬ 
lants claimed, and alleged in their complaint in the 
District Court, that Yietti and Garrison are the 'or¬ 
iginal, tirst, and joint inventors of the subject mat- 


•Italics in Court’s opinion. 
1. 2 citing cases. 




ter of said interference as defined in the above 
counts . (Italics supplied) In the prayer of their 
complaint they asked the District Court to decree 
that they are the first inventors of the subject jnat- 
ter of all* counts. The case is one which edmes 
clearly within the statute, and the District Cdurt 
had jurisdiction of it.” 

“Reversed.” J 

Paraphrasing the above quotation from Vietti et al |. v. 
'Wayne et al., the fact that General Motors could have ijeen 
sued separately in the District of Delaware does not fiec- 
essarily require that it be sued separately. 

I 

Appellants requested the District Court to decree that 
Mallard is the first inventor of all the counts (as in the 
Vietti case). The District Court had jurisdiction because 
the purpose of Sec. 72a will only be served if its jurisdic¬ 
tion is affirmed. This purpose, as stated by this Court] is 
“to permit the bringing together, in one proceeding, of all 
parties whose interests are adverse”. 

I 

That purpose would be defeated if appellants were forced 
to sue in the District of Delaware as to certain claims, afid 
in the District of Columbia as to other claims, of the single 
application involved. And think of the complexities which 
might arise if there were several licensees or owners of 
part interests to be sued in different districts, because they 
were indispensible parties. 

Sec. 72a should be so interpreted as to make possible tjie 
adjudication of all issues involved, between all adverse 
parties, in one proceeding and in one forum, especially 
where, as here, the adverse parties are already before tljie 
Court. I 
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Conclusion 


The United States District Court for the District of Col¬ 
umbia erred in granting General Motors Corporation's mo¬ 
tions to dismiss, such court having exclusive jurisdiction 
over the one subject involving more than two parties should 
settle all the intimately related disputes relative to the 
same subject between fewer than all of the same parties. 

The Court interpreted Sec. 72a of title 35, U.S.C. too 
literally, failing to take into account the fact that a patent 
application on a single subject and based on a single rec¬ 
ord is a single proceeding, regardless of the number of in¬ 
terferences which the Patent Office may institute, and in 
failing to see that the issues of priority of invention raised 
in a number of interferences cannot be adjudicated in sev¬ 
en 1 district courts bv several actions under Sec. 4015 with- 
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oat proceeding contrary to the purpose of Sec. 72a and con¬ 
trary to the principles of equity. 

The granting of the motions to dismiss throws the ap¬ 
pellants out of court altogether, as to the claims involved 
in the two interferences which resulted in these two ap¬ 
peals. It is too late to file suits in the District of Dela¬ 
ware against General Motors Corporation. Appellants are 
entitled to their day in court as to the claims in said two 
interferences. 

Within the meaning of Sec. 72a, there is more than one 
adverse party, because the six interferences cannot be con¬ 
sidered as six different and unrelated actions, but they 
must Ik? considered only as six different aspects of a single 
action involving a single issue. They were consolidated 
by the District Court. 

That issue is, very simply, whether or not Logan L. 
Mallard is the first inventor of the inventions defined in the 
six interferences involving Mallard's single application. 






Under Sec. 4915, Mallard and his assignee of a part inter¬ 
est are entitled to a trial de novo , wherein they may present 
their witnesses and their evidence in open court. The Pat¬ 
ent Office decided these six interferences against Mallard 
et al. without the personal appearance before it of a sinjgle 
-witness. Appellants are entitled to their day in court be¬ 
fore the District Court, under Sec. 4915. j 

A reversal of the Order dismissing appellants’ bills | of 
complaint is requested. 

Respectfully submitted, 

A. Yates Dowell, 

1158 Munsey Bldg., 

Washington 4, D. C., 
Attorney for Appellants. 

Philip E. Siggers, 

Of Counsel. 
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UNITED STATES DISTRICT COURT 


for the District of Columbia 


LOGAN L. MALLARD, 

5012 Killam Avenue 
Norfolk, Virginia 
and 

H. CLAY HOFHEIMER, II, 
Norfolk, Virginia, 


PLAINTIFFS 


vs. 


EDWARD H. LUTZ 
20G Urban Avenue 
Norwood, Pennsylvania 
and 

GENERAL MOTORS CORP., 
Dayton, Ohio 
(Assignee of Lutz) 


DEFENDANTS, 


Civil Action 
38210 


No. 


Suit under Section 
4915 of the Revis¬ 
ed Statutes 

(INTERFER- j 
ENCE 75,443) 


Civil Action 38,210 
COMPLAINT 

i 

Plaintiffs allege and represent as follows: 

1. Plaintiff Logan L. Mallard is a resident of Norfolk, 
County of Norfolk, Virginia. 

2. Plaintiff H. Clay Hofheimer, II, owner of an jin- 
divided one-half interest by assignment from Mallard i$ a 
resident of Norfolk, County of Norfolk, Virginia. 

3. Defendant Edward H. Lutz is a resident of Norwood, 
Delaware County, Pennsylvania and his address is 2j0G 


Urkin Avenue, Norwood, Pennsylvania. General Motors 
Corporation of Dayton, Ohio is the owner by assignment 
from Lutz. 

4. This Court has jurisdiction over this action and over 
defendants under the provision of Sections G3 and 72a of 
Title 35 of the United States Code. 

5. On April 27, 1938, plaintiff Mallard filed in the United 
State's Patent Office an application, Serial No. 204,G4G for 
Letters Patent on Ice Cul>e Trays. 

0. On May 15, 1941, the Patent Office declared an In¬ 
terference 75,443 involving the application referred to in 
paragraph 5 al>ove and the following application: 

Application entitled Ice Tray Serial No. 8G,030, filed 

•Tune 19. 193G. bv Defendant Edward H. Lutz. 

* • 

7. Interference 75.443 referred to in Paragraph G above 
involved the following count: 

Count 1. “In a liquid congealing apparatus, the 
combination of a pan member, a metallic grid struc¬ 
ture removably positioned therein for dividing the 
pan memlier into a plurality of cells for containing 
ice cul>es. said grid structure including a central 
longitudinal wall member and longitudinally spaced 
elements movable angularly with respect to said 
longitudinal member, means for raising the grid 
structure from the pan member, and means carried 
by said grid structure for actuating the movable 
elements to break the bond between the ice cubes 
and the grid structure, said last mentioned means 
being operable to afford movement of said movable 
elements to effect separation of less than the entire 
number or the entire number of ice cubes from the 
grid structure." 

8. Testimony was taken on behalf of Plaintiff Mallard 
for the purpose of establishing his priority of invention of 
the subject matter of the interference count. 









9. Xo testimony was taken by Defendant Lutz, afid he 
was therefore restricted to his filing date of June 19, i 1930 
for conception and reduction to practice. 

10. On October 31, 1946, the Board of Appeals issued 
its decision in Interference 75,443 awarding priority qf in¬ 
vention of the subject matter of the count to Defendant 
Lutz, holding, inter alia: 

a. that the Plaintiff Mallard had failed to establish an 
actual reduction to practice of the invention in issue prior 
to his constructive reduction to practice on April 27, 1:938; 

b. that the record of Plaintiff Mallard failed to include 

a sufficient showing of diligence or good reason for lack 
of diligence; I 

c. that Defendant Lutz had established a conception of 
the subject matter in issue at about the 19th day of June, 
1936; 

d. and that since Plaintiff Mallard had failed to sustain 
his burden of proof, the senior party Lutz was entitled to 
the award of priority. 

11. Casper W. Ooms, Commissioner of Patents threatens 
to exercise the powers of his office so as to issue Lettjers 
Patent to Defendant Lutz containing a claim corresponding 
to the count of Interference 75,443 referred to above unless 
restrained by this Court. 

12. Plaintiff Mallard conceived and reduced to practice 
the subject matter covered by the count of Interference 
75,443 referred to above prior to Lutz, defendant herein, 
and plaintiffs are therefore entitled to the grant of Letters 
Patent containing a claim corresponding to the subject 
matter of said count. 

13. The defendant herein is disentitled to the grant jof 
Letters Patent covering the subject matter of the count of 
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Interference 73,443 referred to above by reason of the fact 
that such defendant is not the first inventor of said subject 
matter. 

14. The value of the matter in controversy herein (name¬ 
ly the right of plaintiffs to prevent issuance of Letters 
Patent to defendant Lutz and to secure issuance of Letters 
Patent to plaintiffs) exceeds Three Thousand Dollars 
{ $3,0001 exclusive of interest and costs. 


13. This action is one of nine (33,417; 33,418; 33,419; 
34.447: 34.448: 38,210: 38,211; 38,212; 3S,213;) growing 
out of interferences in the L'nited States Patent Office in¬ 
volving Plaintiffs application for U. S. Patent Serial No. 
204.040. filed April 27, 1938, on an Ice Cube Tray in two 
of which actions, namely those corresponding to Interfer¬ 
ences 73.439 and 75,441, the defendants are involved, along 
with other parties, and in other of the actions correspond¬ 
ing to Interference 75,443 and 75,449 Defendant Frigidaire 
is also involved. 


10. If Casper W. Ooms, Commissioner of Patents issues 
Letters Patent to defendant Lutz covering the subject mat¬ 
ter of the interference count referred to above great and 
irreparable damage will result to plaintiffs and to the 
public. 

17. Plaintiffs have taken no appeal to the United States 
Court of Customs and Patent Appeals from the decision 
of the Board of Appeals dated October 31, 194G, as set 
forth in paragraph 10 above. 

WHEREFORE, plaintiffs pray for the following relief; 

I 

That an injunction both temporary and permanent be 
granted against Casper W. Ooms as Commissioner of Pat¬ 
ents of the United States enjoining him from issuing Let- 
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ters Patent to defendant Lutz covering the subject matter 
of the Count of Interference 75,443. 


That this Court adjudge and decree that defendant} Lutz 
is not entitled to Letters Patent on the subject matteir cov¬ 
ered by the Court of Interference 75,443. 


That this Court adjudge and decree that Plaintiff Mal¬ 
lard was the first to invent the subject matter of the Count 
of Interference 75,443, and that plaintiffs are entitled to 
Letters Patent thereon. 


That writs be issued under and in accordance with Sec¬ 
tion 72a of Title 35 of the United States Code addressed 
to defendants Edward H. Lutz, 20G Urban Avenue, [Nor¬ 
wood, Pennsylvania, and General Motors Corp., Datton, 
Ohio. 


That plaintiffs be granted such other and further relief 
as the Court may deem proper and just in the premises. 

LOGAN L. MALLARD, 

5012 Ivillam Avenue, ! 

Norfolk, Va. 
and 

H. CLAY HOFHEIMER, II, 

Norfolk, Va. j 


Plaintiffs. 


Attorney for Plaintiffs: 

(Sgd.) A. YATES DOWELL 
A. Yates Dowell, 

Munsey Bldg., 

Washington, D. C. 





ANSWER 


Edward H. Lutz and General Motors Corporation, named 
as defendants in this Action, answering the Complaint here¬ 
in. state: 

1. Defendants are without sufficient knowledge to form 
a UGief as to the truth of the allegations of paragraphs 1 
and 2 of the Complaint and therefore deny all of said al¬ 
legations. 

2. Defendants deny all the allegations of paragraph 3 
of the Complaint except they admit Edward H. Lutz is a 
resident of Norwood and his address is 20G Urban Avenue, 
Xorwood. Fennsy 1 van ia. 

3. Defendants deny the allegations of paragraph 4 of 
the Complaint. 

4. Defendants admit the allegations of paragraph 5 of 
the Complaint. 

5. Defendants deny the allegations of paragraph G of the 
Complaint. 

Answering further to the allegations of paragraph G, de¬ 
fendants state that interference #75,443 was declared by 
the Patent Office on March 3, 1938, involving Lutz applica¬ 
tion entitled Ice Tray Serial No. SG,030, filed June 19, 193G, 
and that Plaint iff Mallard's application referred to in para¬ 
graph 5 of the Complaint was added to Interference 
rr75.443 on May 15, 1941. 

6. Defendants admit the allegations of paragraphs 7, 8, 
9. 10 of the Complaint. 

7. Defendants deny the allegations of paragraphs 11, 12, 
13 of the Complaint. 

S. Defendants are without sufficient knowledge to admit 
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or deny the allegations of paragraph 14 of the Complaint 
and therefore leave Plaintiffs to their proofs. 

9. Defendants herein, namely Lutz and General Motors 
Corporation, state that they are defendants in Civil Action 
Xo. 33,417 (corresponding to interference #78,099} and 
Civil Action Xo. 38,210 (corresponding to interference 
#75,443), and that defendant Lutz is not involved ip any 
of the remaining seven actions referred to in 
of the Complaint. Defendants further state that 
ant General Motors Corporation, is involved in C 
tion Xo. 33,419 (corresponding to interference # 

Xo. 38,211 (corresponding to interference #75,449) 

38.212 (corresponding to interference #75,439) ; 

38.213 (corresponding to interference #75,441). 

Otherwise defendants deny the allegations of 
15 of the Complaint. 

10. Defendants deny the allegations of paragraph 
the Complaint. 

11. Defendants are without knowledge as to the 
tions of paragraph 17 of the Complaint and therefore deny 
same. 

12. Defendants further answering allege and aver: 

(a) That heretofore and prior to the 19th day of June, 
193G, the defendant Edward H. Lutz was the original, first, 
and sole inventor of the new and useful improvements in 
ice trays disclosed in his application Serial Xo. SG,03p re¬ 
ferred to in paragraph G of the Complaint, that said im¬ 
provements were not known or used by others in this 
country and not patented or described in any printed pub¬ 
lication in this or any foreign country and not in public 
use or on sale in this country prior to the invention and 
discovery thereof by the said Edward II. Lutz or for more 
than two years prior to his said application Serial Xo. 



I 





80,030 for Letters Patent therefor, and for -which invention 
no application for Letters Patent has been filed in any 
foreign count ry by the said Edward H. Lutz or his legal 
representatives or assigns more than 12 months prior to his 
said application Serial No. 86,030 for Letters Patent, and 
which invention has not been abandoned. 

(b) That being, as stated, the original, first and sole in¬ 
ventor of the aforesaid invention and being entitled to a 
patent therefor, the said Edward H. Lutz on the 19th day 
of June 1930 filed in the L'nited States Patent Office the 
application for Letters Patent, Serial No. SG,030, referred 
to in Paragraph 0 of the Complaint, said application com¬ 
plying in all respects with the requirements of the law in 
such cases made and provided; that after the examination 
required by law and other due proceedings had, the Com¬ 
missioner of Patents adjudged that the invention described 
and claimed in said application for Letters Patent inter¬ 
fered in part with certain other pending applications and 
thereupon declared the interference No. 75,413, referred to 
in Paragraph 7 of the Complaint with issues as defined in 
the count set forth in Paragraph 7 of the Complaint. 

(c) That these defendants duly presented to the Com¬ 
missioner of Patents full and sufficient proof establishing 
the fact that the said Edward H. Lutz was the original, 
first and sole inventor of the improvements constituting the 
subject matter of the interference aforesaid, and after due 
proceedings had, the Commissioner of Patents, acting 
through the Board of Appeals, correctly and properly 
awarded priority of invention to Edward II. Lutz on Oc¬ 
tober 31, 1940. 

(d) That defendant Edward H. Lutz invented the sub¬ 
ject matter of the interference aforesaid prior to the plain¬ 
tiff Mallard and therefore these defendants Edward H. 
Lutz and General Motors Corporation are entitled to the 
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grant of Letters Patent containing claims covering the 
subject matter of said interference. 

(e) That General Motors Corporation is the owner by 
assignment of the aforesaid Lutz application and the in¬ 
vention thereof. 

Wherefore, these defendants pray this Honorable Cojirt: 

1. To dismiss the bill of Complaint herein. 

2. To decree that the defendant Edward H. Lutz is the 
original, first and sole inventor of the subject matter of 
Interference 75,4-13 and that the General Motors Corpora¬ 
tion, as the assignee of the entire right, title and interest 
in and to said invention and application, is entitled to re¬ 
ceive Letters Patent of the United States therefor. 

3. To authorize the Commissioner of Patents to issue 
to the General Motors Corporation, as assignee of ^aid 
Edward H. Lutz, a patent on the above designated applica¬ 
tion, including the subject matter of the said interference. 

4. For costs and such other and further relief as 
may require. 

Copy hereof sent by Registered Mail February , l£)47 
to A. Yates Dowell, Munsey Bldg., Washington, D. C., [At¬ 
torney for Plaintiffs. 

(Sgd.) SPENCER, HARDMAN & FEHE, 

Spencer, Hardman & Fehr 
Attomej’S for Defendants 

of Counsel: 

(Sgd.) JOHN G. SBARBARO, 

John G. Sbarbaro 

952 National Press Bldg., 

Washington 4, D. C. 
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MOTION FOR CONSOLIDATION 

Now comes Plaintiffs Mallard and Hofheimer, II, by their 
attorney. A, Yates Dowell, and move that the above Civil 
Action be consolidated with Civil Actions Nos. 33,417, 33,- 
419, 34.447, 34,448, 38,211, 3S,212, and 38,213, 33,418. 

This Motion is made in order to conserve the time of this 
Honorable Court and all parties concerned and in view of 
the fact that these Actions are all based on the same ap¬ 
plication for patent S. N. 204,64G. 

In view of the fact that Notice has been received from 
the Assignment Commissioner that Civil Actions Nos. 34,- 
447 and 34,448 will be called for pretrial hearing at 11:30 
a.m., on March 17, 1947 ? it is suggested that if there is no 
objection the question of consolidation be disposed of at 
that time. 

(Sgd.) A. YATES DOWELL, 

A. Yates Dowell 
Attorney for Plaintiffs, 

115S Munsey Bldg., 

Wash. 4, D.C. 

Washington, D. C. 

March 12. 1947. 

A copy of this Motion has this 12th day of March 1947 
been mailed to Spencer, Hardman & Fehr, c/o General 
Motors Patent Dept., Box 921, Dayton 1, Ohio, and John 
G. Sbarbaro, 952 National Press Bldg., Washington 4, D. C. 
by registered mail. 







UNITED STATES DISTRICT COURT 


for the District of Columbia 


LOGAN L. MALLARD, and 
H. CLAY HOFHEIMER, II, 


CLIFFORD R. CARNEY, and 
NASH-KELVINATOR CORP.; 
ET AL. 


R ’ U > I Civil Action Nos. 

PLAINTIFFS/ 33,417; 33,41$; 

I 33,410; 33,447; 

nv , > 34,448; 38,210; 

coRp d ( 38 - 211 ; 38 . 212 ; 

LUIU., y 38,213 


DEFENDANTS 


STIPULATION 


It is hereby stipulated, by and between counsel thq.t all 
of the Patent Office records and exhibits pertaining In¬ 
terference Nos. 75,439 ; 75,441; 75,443; 75,449; 78,099j 78,- 
113; 78,114; 78,118; and 79,305 and involved in the above- 
entitled Civil Actions, shall be delivered into the custodv 

7 j 

of the Court by the Patent Office without certification, it 
being agreed by the parties that they are true and correct 
copies of the records of the Patent Office and subject to 
correction, if error be found, and that copies of decisions, 
soft copies of patents and photostatic copies of records may 
be used in lieu of originals, subject to inspection of tlib or¬ 
iginals by counsel upon demand. 

It is also agreed that the above listed Civil Actions will 
not be set for trial prior to June 1, 1947. 

In view of this stipulation it is further agreed 
additional clarification of the issue is feasible by 
procedure under Rule 1G of the Federal Rules 


that no 
pre-mal 
of Civil 





Procedure without prejudice to pre-trial depositions and 
discovery in accordance with the provisions of Rule 2G et 
scq. of the Rules of Federal Procedure. 

(Sgd.) A. YATES DOWELL, 

A. Yates Dowell 
Attorney for Plaintiffs, 

115S Munsey Bldg., 

Washington 4, D. C. 

Washington, D. C. 

March 31, 1947. 

(Sgd. 1 LOYD H. SUTTON, 

Loyd II. Sutton 

Attorney for Servel, Inc., Anderson, 

Roud and Hal lock 
TOO-10th St., N.W., 

Washington, I).C. 

(Sgd. 1 JOHN G. SBARBARO, 

John G. Sharbaro 

Attorney for General Motors Corp., 

Storer, Lutz and Reeves, 

952 Nat'l. Press Bldg., 

Washington, D.C. 

Approved: 

(Sgd.) JAS. W. MORRIS, 

Pre-trial Justice, 

Apr. 2. 1947. 



UNITED STATES DISTRICT COURT 


for the District of Columbia 


LOGAN L. MALLARD, and 
H. CLAY HOFHEIMER, II, 

PLAINTIFFS 

vs. 

CLIFFORD R. CARNEY, and 
NASH-KELYINATOR CORP.; 

ET AL, 

DEFENDANTS 


Civil Action Nos. 
33,417; 33,413; 
33,419; 34,447; 
34,448; 38,210; 
38,211; 38,212; 
3S,213. 


ORDER FOR CONSOLIDATION 

Upon considering Motion by Plaintiff that the Adtions 
be consolidated, it is ordered that that Motion be and it is 
hereby granted, and it is further ordered that these Ac¬ 
tions be and they are hereby consolidated, pursuant to 
Stipulation dated March 31, 1947. (S) J.W.M. (10/1/47). 

(S) JAS. W. MORRIS, Justice. 

Washington, D.C. 

April 2, 1947. 
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In the 

UNITED STATES DISTRICT COURT 
for the District of Columbia 


LOO AX L. MALLARD, ET AL j 

f Civil Action No. 

vs * >as,2io 

EDWARD II. LUTZ, ET AL \ 


REQUEST FOR PRELIMINARY HEARING 
Rule 12(d), F. R. C. P. 

General Motors Corporation and Edward H. Lutz, named 
ns defendants in this action, respectfully request this Court 
to hear and determine, before trial, their defense^—lack of 
jurisdiction—presented in their answer. (See paragrupn 
4 of the Rill of Complaint and paragraph 3 of the answer.) 
This request is made under Rule 12(d) of the Federal 
Rules of Civil Procedure. 

This action is based upon Patent Office Interference No. 
73.443. a two-party interference involving application S.N. 
204.04(1. tiled April 27, 1938, by Mallard, and application 
S.N. 80.030 tiled June 19. 1930, by Lutz. The final de¬ 
cision in the Patent Office awarded priority of invention to 
the senior party Lutz. Mallard thereupon commenced this 
action by a bill in equity, asserted to be filed under Sec. 
4915-R.S. If this Court has jurisdiction of this action, it 
must lie by reason of the Act of Mar. 3, 1927, 33 Stat. 
1394 (U.S.C., Title 35, Sec. 72a) or by the voluntary aj>- 
pearance of General Motors Corporation. 

Sec. 72a confers jurisdiction on this Court only if it 
appears **—that there is an adverse party residing in a 
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foreign country, or adverse parties residing in a plurality 
of districts not embraced within the same state,—”]• This 
is not the case here for the facts show that the onlt indis¬ 
pensable party is General Motors Corporation, incdrporat- 
ed under the laws of the State of Delaware. Lutz' is not 
an indispensable party because, long prior to the filing of 
this action, he had, by assignment, divested himself of the 
entire right, title and interest in and to the Lutz Applica¬ 
tion. It is well-settled law that, in an action of this 
kind, the assignor of the entire right, title and interest in 
and to the application involved, is not an indispensable 
part}' and his place of residence cannot be used with the 
place of residence of his assignee, to confer jurisdiction 
under Sec. 72a. ((See Standard Oil Company v. Pure Oil 
Company, decided January 21, 1937, by the District Court, 
District of Columbia, and reported in 35 U.S.P.Q. 1(^8.) 

The Commissioner of Patents is also named in thje Bill 
of Complaint and he may or may not have been properly 
served. We do not know. But, in either event, it is well 
settled law that the Commissioner, in an action of thii type, 
is not an adverse party within the meaning of Seel. 72a. 
(Coe v. Hobart Manufacturing Company, decided by the 
Court of Appeals, District of Columbia, January 30,j 1930, 
and reported in 40 U.S.P.Q. 32G.) j 

I 

Therefore, this Court does not have jurisdiction under 
Sec. 72a. 


General Motors Corporation did not subject itself vol¬ 
untarily to the jurisdiction of this Court by filing its an¬ 
swer. Xor did it waive its defense—lack of jurisdiction— 
by presenting that defense in its answer rather than by 
motion. On this point Rule 12(b) specifically states that 
the defense of lack of jurisdiction over the subject matter 
and the defense of lack of jurisdiction over the person may 
be presented in the responsive pleading, or by motion, at 
the option of the picador. This Rule likewise specifically 
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states that the defense—lack of jurisdiction—is not waived 
by l>eing joined with one or more defenses or objections in 
a responsive pleading. It has been so held by the Court of 
Appals, District of Columbia. (See Gaines v. Gaines, 
157 F (2nd) 521. decided September 25, 194G.) Therefore, 
this Court does not have jurisdiction by reason of the fil¬ 
ing of the answer of General Motors Corporation. 

The jurisdiction, or lack of jurisdiction, of this Court 
to try this action has l>een an issue since the filing of the 
answer, wherein the allegations of paragraph 4 of the Bill 
of Complaint are specifically denied. Likewise the facts 
concerning the assignment of the Lutz application have 
lieon of record in the Patent Office since in or before the 
month of October, 1940, at which time the formal papers 
assigning the Lutz application to General Motors Corpora¬ 
tion were recorded. Copies of the assignments, as record¬ 
ed. transferring the Lutz application from Lutz to the 
General Motors Corporation are attached hereto. These 
facts are also pointed out in the pleadings, for the answer 
specifically denied that General Motors Corporation of 
Dayton is the owner of the Lutz application; but specifical¬ 
ly pleaded that General Motors Corporation (of Delaware) 
is the owner of the Lutz application. 

It is respectfully submitted, therefore, that this Court 
does not have jurisdiction to try this case and that, under 
Pule 12(d). the defense—lack of jurisdiction—should be 
sustained l>efore trial and the case dismissed. 

Signed: JOHN G. SBARBARO, 

Attorney for Lutz and General 
Motors Corporation. 

Address: 952 National Press Building, 
Washington 4, D.C. 



NOTICE 


To A. Yates Dowell 
1158 Munsey Bldg., 
Washington 4, D.C. 
Attorney for Plaintiffs 


Please take notice that the undersigned will 


bring 


above Request for Preliminary Hearing before this 


the 
Court, 


on the 


dav of 


1047, at 10 o’clock in 


the forenoon of that day or as soon thereafter as counsel 
can be heard. 

Signed: JOHN G. SBARBARO, 

Attorney for Defendants 


rROOF OF SERVICE 


The foregoing was served by delivering a copy, on the 
23rd day of September, 1947, to the office of A. Yates 
Dowell, attorney for plaintiffs, at the address above given. 

(Sgd.) JOHN G. SBARBARO, 

Attorney for Defendants Lutz and 
General Motors Corporation 

A. Yates Dowell 
RECEIVED—Sep 23 1947 
Washington, D.C. 
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PLAINTIFFS’ ANSWER TO REQUEST FOR 
PRELIMINARY HEARING 


The defendants in this action, Edward II. Lutz and Gen¬ 
eral Motors Corporation, have filed a request that this 
Court hear and determine before trial their defense—lack 
of jurisdiction—presented in their answer to plaintiffs' 
Bill of Complaint in which plaintiffs alleged, Paragraph 
4. that— 

“This Court has jurisdiction over this action and 
over defendants under the provisions of Sections 63 
and 72a of Title 35 of the U.S. Code* 7 . 

which allegation defendants denied in Paragraph 3 of their 
answer. Defendants' request is made under Rule 12(d) 
of the Federal Rules of Civil Procedure. 


This action is one of nine (33,417; 33,418; 33,419; 34,447; 
34.448: 38.210: 38.211: 38,212: 38,213) growing out of In¬ 
terferences in the United States Patent Office involving 
plaintiffs' application for U.S. Patent Ser. No. 204,646 filed 
April 27, 1938, on an Ice CuIk? Tray, the interference from 
which this action arose being No. 75,443, a two-party in¬ 
terference involving plaintiffs' application Ser. No. 204,646 
and application Ser. No. 86,030 filed June 19, 1936 by Lutz. 
The Patent Office Board of Appeals awarded priority of 
invention in this interference to the senior party Lutz 
whereupon the plaintiffs brought this action by a Bill in 
Equity filed under Section 4915 R.S. 


The defendants in this action, Lutz and General Motors 
Corporation, base their contention that this Court lacks 
jurisdiction on the ground that there is in fact only one 
indispensable defendant, namely General Motors Corpora¬ 
tion, since by assignment Lutz has divested himself of the 
entire right, title and interest in the invention which is 
now owned by General Motors Corporation, and that con- 
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sequently there are not parties adverse to plaintiffs Residing 
in a plurality of districts not embraced within the same 
state as is required by U.S.C. Title 35 Section 72a tp confer 
jurisdiction upon this Court. 

i 

Admittedly if this action were standing alone, thi|s Court 
would not have jurisdiction thereover since it wOuld be 
necessary for plaintiffs to bring their action in the district 
in which defendant resides, namely Delaware. However, 
it is respectfully submitted that in view of the f^ct that 
this action involves the same subject matter as the other 
actions enumerated above, that the various interferences 
were consolidated and treated as a single action in the 
Patent Office, and further that defendants have agreed at 
the pretrial hearing on March 17, 1947 to the consolidation 
of these nine cases in this Court, this Court should assume 
jurisdiction in this action and dispose of all of the above 
enumerated actions in one proceeding. 

I 

The defendant General Motors Corporation is aj party 
to six of the actions enumerated above, and it is respect¬ 
fully submitted that it would be no hardship upon {lie de¬ 
fendants herein to have this action considered in this! Court 

I 

since it will be necessary for defendants to appear for the 
trial of these other actions, and consequently there would 
be no added burden on them if they were also to appear for 
trial of this action. Further, much time would be saved 
by all concerned in considering all of the cases in onje pro¬ 
ceeding since the subject matter is the same and presuma¬ 
bly substantially the same witnesses, proofs and exhibits 
would be necessary to the defense in all actions. 

The purpose of the statute in providing that suit may 
be brought in the District Court of the United States for 
the District of Columbia where adverse parties resid^ in a 
plurality of districts not embraced within the same state 
is to make jurisdiction dependent upon the situation •jvliich 
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is revealed by the Complaint, and further the purpose of 
the general rule that suit must be brought in the district 
of which the defendant is a resident is to preclude requir¬ 
ing a defendant to come from anywhere in the United 
States to answer a suit tiled by a plaintiff in a district most 
convenient to him. 

It is respectfully submitted that the purpose of both 
the statute and the general rule is clearly served bv retain- 
ing jurisdiction of this action in this Court, since in the 
llrst place the jurisdiction of this Court may be based upon 
the situation revealed by the Complaint, namely the fact 
that this is one of nine actions now pending in this Court 
in which the subject matter is the same and in which the 
defendant General Motors Corporation is a party to six 
of the actions, and secondly in view of the fact that the 
defendant General Motors Corporation must appear in this 
Court in defense of a plurality of these actions it cannot 
K* said that they are forced to appear in a place most 
convenient to the plaintiffs for the mere purpose of incon¬ 
veniencing the defendant. 

In support of this position, see Robinson, Jr. et al v. 
Waj/nc ct al. 57 U.S.P.Q., 514 in which the Court com¬ 
menting on the question of jurisdiction said: 

“Obviously the purpose of the statute is to make 
jurisdiction dependent upon the situation which is 
revealed by the Complaint.” 

The Court further said: 

“The purpose of the statute is to make possible 
the adjudication of all issues involved between all 
adverse parties in one proceeding and in one forum.” 

Tn view of the above, it is respectfully submitted that the 
purpose of the statute as outlined in the quoted matter is 
fully served by continuing the jurisdiction of this action in 
this Court and that considerable time and effort, both on 
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the part of the Courts and of the parties, will be skived by 
deciding this action as well as the other eight related ac¬ 
tions in this Court. 

i 

The nine actions referred to above, of which this action 
is an inherent part, have been treated in the Patent Office 
as a single case, were filed in this Court with the indention 
that they be treated as a single case, as is evidenced by 
plaintiffs' Motion for Consolidation heard at the pretrial 
hearing on March 17, 1947, and were obviously considered 
so by counsel for defendants who at the pretrial Rearing 
agreed to such a consolidation. In view of defendants’ 
agreement to consolidate and decide these actions lin one 
proceeding, it is respectfully submitted that defendants are 
now estopped to urge lack of jurisdiction in this Coqrt for 
this one proceeding which it is respectfully submitted can¬ 
not be equitably divorced from the other eight acticjns. 

i 

Defendants have cited several decisions in support of 
their contention that this Court lacks jurisdiction iln this 
action, but it is respectfully submitted that these authori¬ 
ties are not in point since in each case only a singly two- 
party interference was involved with no question of other 
interferences involving the same subject matter having been 
consolidated therewith. Consequently these cases can have 
no bearing on the question of whether or not this 'Court 
should assume jurisdiction when as in the present Action 
a multiplicity of interferences involving the same subject 
matter have all been consolidated and treated as a (single 
action in the Patent Office and that actions arising from 
the proceedings in the Patent Office have been filed ip this 
Court with a view to having them considered all ip one 
proceeding. 

Plaintiffs further respectfully submit that in view c^f the 
fact that under the statutes it was necessary to brjng a 
majority of the related actions in this Court in view cff the 



circumstances revealed by the Complaint that it would have 
!>oen inequitable to have singled out and brought this ac¬ 
tion in the district in which defendant General Motors 
Corporation resided, since this would have subjected the 
defendant to a multiplicity of suits in different jurisdic¬ 
tions and on the same subject matter, and consequently it 
is conceivable that such a suit brought in the jurisdiction 
of defendants' residence could have been dismissed on this 
ground, leaving plaintiffs without recourse in law or in 
equity. In other words, defendants are requesting the 
Court to hold that plaintiffs should have committed an in¬ 
equitable act by bringing this single action in another juris¬ 
diction from that in which it was necessary to bring a 
plurality of actions relating to the same subject matter 
and involving the same defendant General Motors Corpora¬ 
tion. 

This l>eing an equity proceeding, it is respectfully re¬ 
quested that the Court consider the equities involved which 
it is respectfully submitted are all with the plaintiffs and 
in view thereof to dismiss the request by defendants to 
hold that this Court is without jurisdiction and to assume 
jurisdiction of this action for the purpose of trial of the 
issues therein. 

(S) A. YATES DOWELL, 

A. Yates Dowell 
Attorney for Plaintiffs 
1158 Munsey Bldg. ? 

Washington 4, D.C. 

Washington. D.C. 

Septemter 20, 1047. 


PROOF OF SERVICE 

! 

The foregoing was served by mailing a copy via register¬ 
ed mail on the 29th day of September, 1947, to John G. 
Sbarbaro, 952 Xational Press Bldg., Washington 4, D.C., 
attorney for defendants. 

(S) A. YATES DOWELL, I 
A. Yates Dowell 
Attorney for Plaintiffs. 
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In the 

DISTRICT COURT OF THE UNITED STATES 
for the District of Columbia 


MALLARD. ET AL 
v. 

LUTZ. ET AL 
MALLARD, ET AL 

v. 

STOKER. ET AL 


OPINION OF THE COURT 

Title So U.S.C. >i72a gives the United States District 
Court for the District of Columbia jurisdiction only when 
there are “adverse parties residing in a plurality of dis¬ 
tricts not embraced within the same state.’’ This language 
obviously refers to more than one adverse party. Plain¬ 
tiffs admit that the sole adverse party in the above-entitled 
causes is General Motors Corporation, a body corporate, 
organized under the laws of the State of Delaware. Since 
the statute granting jurisdiction deals specifically with 
when jurisdiction is permitted, the general jurisdiction of 
equity to prevent a multiplicity of suits does not apply. 

Plaintiffs contend defendants are estopped to urge lack 
of jurisdiction in this Court in view of their agreement 
to consolidate the actions. There is some question as to 
whether defendants agreed to consolidate the actions gen¬ 
erally. it being claimed that the order of consolidation was 
for the sole purpose of making provision for production of 
records and that defendants reserved their right to ques¬ 
tion jurisdiction. However, without regard to the question 


No. 38,210 
No. 38,212 
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of the extent of the consolidation, it appears that under 
Rule 12b of the Federal Rules of Civil Procedure an agree¬ 
ment to consolidate is not a waiver of the right to contest 
the jurisdiction of the Court. See Devine v. Griffenhagen, 
et al, 31 F. Supp. 624, 1940; Johnson & Gould, Inc. v. Jo¬ 
seph Schlitz Brewing Co., 33 F. Supp. 176, 1940; Kaufman 
v. U.S., 35 F. Supp. 900, 1940; Grange Theatre Carp. v. 
Ragherstz Amusement Corp., et al, 139 Fed. 2nd 87l, 1944. 

Accordingly, the pending motions to dismiss \jrill be 
granted. 

(S) BOLITHA J. LAWS, Chief justice 

i 

November 13, 1947 




20A 


In the 

UNITED STATES DISTRICT COURT 
for the District of Columbia 


LOG AX L. MALLARD 
and 

H. CLAY llOFHEIMER, II 
vs. 

Plaintiffs 

EDW ARD H. LUTZ 
and 

GENERAL MOTORS CORPORA¬ 
TION. 

Defendants 


ORDER 

This cause came to be heard on defendants' motion to dis¬ 
miss on the ground of lack of jurisdiction of the sole ad¬ 
verse party. General Motors Corporation, a corporation of 
Delaware, and the court having granted the said motion, 

It is hereby ORDERED. ADJUDGED, and DECREED 
that the action l*e and is hereby dismissed, and that de¬ 
fendants recover their costs. 

(S) BOLITHA J. LAWS, Chief Justice 
Dated Nov. 20. 1047. 

Sendee of a copy of the above order is acknowledged and 
it is approved as to form. 

(S) A. YATES DOWELL, 

A. Yates Dowell 

Attorney for Logan L. Mallard and 
H. Clay Hofhcimer, IT, Plaintiffs. 


Civil Action No. 
38,210 
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MOTION FOR REHEARING 
Rule 59 (b) F. R. C. P. 

I 

An Order dismissing this action having been entered on 
November 20, 1947, Plaintiffs Logan L. Mallard ahd H. 
Clay Hofheimer, II, bring this motion to set asidfe the 
Order and to reconsider the decision granting the Motion 
to Dismiss. 

The facts upon which this action is based are set forth 
in detail in Plaintiff’s Answer to the Request for thje one 
and inseparable Preliminary Hearing filed September 29, 
1947, and all of the arguments presented in Plaintiff')* An¬ 
swer are incorporated herein by reference. 

i 

Although in theory there were a plurality of interferences 
set up by the Patent Office as a practical matter therC was 
one piece of litigation in which all of the parties were 
brought together in one proceeding and a single recorq. was 
made and considered throughout the proceedings irjt the 
Patent Office. The involving a single Mallard application 
and to split the consideration of the matter between differ¬ 
ent courts would work a hardship on all parties and it is 
believed that the defendant would not have raised this 
highly technical question if plaintiff's time for filing action 
had not expired. It is hoped that this court will scje fit 
to grant this motion for rehearing and continuation of the 
cases in this proceeding. But if not that it will qrder 
transfer to the proper court. 

When it came time to bring suit under RS 4915 thle re¬ 
quirements of the statute prescribed for the major part of 
these interferences that the District of Columbia be the 
onlv available forum. Having bv necessitv to bring suit 
in the District of Columbia and thereby the Court haying 
obtained jurisdiction of General Motors, it is unconscion¬ 
able that Mallard should be forced to bring as many other 




suits in other jurisdictions as there are opponents who 
would not have been suable in the District of Columbia in 
the event that they should be considered individually. 

The Patent Office having treated the proceedings through¬ 
out as a single proceeding and a suit under RS 4915 being 
a suit de novo and being in its essential nature one to set 
aside a judgment of the Patent Office, the proceedings 
should continue in justice to the parties as a single pro¬ 
ceeding. 

It is respectfully submitted that the dismissal of this 
action will work a great hardship on Plaintiffs, and 
IVfendant General Motors Corporation is already under 
jurisdiction of this Court it is respectfully submitted that 
no injuries will result in continuing this action. 

Ir is respectfully requested in view of the above that this 
Motion l»e granted permitting Plaintiffs to reargue the 
matter and that the Order for dismissal be set aside per¬ 
mitting the action to continue in this Court. 

NOTICE OF SERVICE 

To: John G. Sbarbaro 

952 National Press Bldg., 

Washington 4. D.C. 

Attorney for Defendants 

Please take notice that the undersigned will bring the 
above Motion for Rehearing before this Court on the 
day of , 1947. at 10 o'clock in the forenoon of that 

day or as soon thereafter as counsel can be heard. 

(S) A. YATES DOWELL 

Attornev for Flaintiffs. 







PROOF OF SERVICE 


The foregoing was served by delivering a copy in the 
28th day of November, 1947, to the office of John G. Sbar- 
baro, attorney for Defendants at the address above j given. 
Service accepted: 

(S) JOHN G. SBARBARO, 

Attorney for Defendants. 
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DEFENDANTS’ REPLY TO PLAINTIFFS’ MOTION 

FOR REHEARING 

Plaintiffs' motion for rehearing should be denied for the 
reason that it fails to set forth a single ground—either old 
or new—on which a decision contrary to that already rend¬ 
ered in this action could possibly be based. As stated by 
this Court in its original opinion, ‘‘Plaintiffs admit that 
the sole adverse party in the above-entitled causes is Gen¬ 
eral Motors Corporation, a body corporate, organized under 
the laws of the State of Delaware. Since the statute grant¬ 
ing jurisdiction deals specifically with when jurisdiction is 
permitted, the general jurisdiction of equity to prevent a 
multiplicity of suits does not apply.” 

Under ordinary circumstances the above statement would 
constitute our full reply to Plaintiffs' motion. However 
in this case, the motion contains several statements which 
an* obviously incorrect and not supported by the record. 
And while it mav be that such statements are of little 
importance we feel compelled to make the following com¬ 
ments with resivect thereto merely for the purpose of keep¬ 
ing the record straight. 

1. It is not true that defendants raised the question of 
jurisdiction after plaintiffs’ time for filing a bill in equity 
had expired. This question was raised in defendants’ an¬ 
swer and under the rules plaintiffs could have had this 
question determined in plenty of time to file their bill in 
equity in the proper jurisdiction. 

It is not true that the large number of ice tray inter¬ 
ferences declared bv the Patent Office many vears ago, 
were considered as a single piece of litigation by the Pat¬ 
ent Office, or for that matter, by these plaintiffs. Such in¬ 
terferences were set up at different times. They involved 
different parties and different issues. Many of them have 
been finally decided, some by dissolution and others by 
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judgment awarding priority of invention. Each whs de¬ 
cided on its own record. Even the interferences on which 
the actions now pending before this Court are based were 
never considered as a single controversy for some were 
tried before the Examiner of Interferences and thereafter 
heard by the Board of Appeals under the old rules, [while 
others were tried before Board of Interference Exanjiners 
under the new rules. 

The plaintiffs themselves have never treated these ice 
tray interferences as a single controversy or as a jingle 
piece of litigation. For example they obviously treated 
Interference No. 79850 as a separate controversy fir in 
that interference they filed a bill in equity in the District 
Court in Chicago, Illinois where they lost the awaij-d of 
priority of invention. Mallard v. Kit to, 09 U.S.P.Q., 5GS; 
Ex parte Mallard, 71 U.S.lhQ., 294. Likewise, they treat¬ 
ed Interference No. 79950 as a separate interference, not¬ 
withstanding the fact that the parties to that interference, 
were also parties to several of the interferences now be¬ 
fore this Court. They did not hesitate to allow thalt in¬ 
terference to go to final decision independent of the [suits 
now pending in this Court. 

3. It is not true that there is but one record in the in¬ 
terferences now pending before this Court. The defend¬ 
ant, General Motors Corporation, has one record for Storer 
in Civil Action No. 38,212, a second and independent rec¬ 
ord for Reeves in Civil Action No. 33,419, a third an<^ in¬ 
dependent record for Reeves in Civil Action No. 3Sj,211, 
none of which has anv bearing on the other or on the rec- 
ords in any of the other pending actions. 

i 

We submit that plaintiff has presented no ground, either 
old or new on which a decision contrarv to the decision 

i 


« 
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already rendered herein, can possibly be based. Therefore 
plaintiffs* motion should be denied. 

(S) JOHN G. SBARBARO, 

Attorney for Defendants 

JOHN G. SBARBARO, 

Address: 952 National Press Building, 
Washington 4, D. C. 

A copy of the above defendants' Reply was sent by pre¬ 
paid registered mail to A. Yates Dowell, attorney for plain¬ 
tiffs. 

(Sgd.) JOHN G. SBARBARO 
John G. Sbarbaro 


ORDER 

This cause came to Ik? considered on plaintiffs’ motion 
for rehearing of defendants' motion to dismiss for lack of 
jurisdiction, and the Court having overruled the motion 
for rehearing. 

It is hereby ORDERED, ADJUDGED, and DECREED 
that the motion for rehearing is overruled. 

(S) BOLITHA J. LAWS 

Dated: May 2Sth. 194S. 

Service of the foregoing order was effected by mailing on 
the 25th day of May, 194S to A. Yates Dowell, Munsey 
Building. Washington. D. C. attorney for plaintiffs Mallard 
et al. 


(S) JOHN G. SBARBARO, 

John G. Sbarbaro 

Attorney for Defendants Lutz et al 
% 









NOTICE OF APPEAL TO THE UNITED STATES 
COURT OF APPEALS FOR THE DISTRICT OF 

COLUMBIA 


Notice is hereby given this 10th day of June, 1948, that 
Logan L. Mallard and H. Clay Hofheimer, II, plaintiffs 
above named, hereby appeal to the United States Court of 
Appeals for the District of Columbia from the ord^r of 
this Court entered on the 28th day of May, 1948 overruling 
the motion for rehearing of the motion to dismiss in javor 
of defendants Edward H. Lutz and General Motors Cor¬ 
poration and against said Logan L. Mallard and H. [Clay 
Hofheimer, II. 


(Sgd.) A. YATES DOWELL, 

A. Yates Dowell 

Attorney for Plaintiffs Mallard 

Hofheimer. 


and 


Copy mailed to: 


John G. Sbarbaro, 

952 National Press Bldg., 
Washington 4, D.C. 
Attorney for Defendants. 
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DESIGNATION OF RECORD ON APPEAL 

The Clerk will kindly include the following in preparing 
the record on appeal in the above identified case: 

1. Complaint and Acceptance of Sendee. 

2. Appearance for Defendants. 

3. Answer. 

4. Motion for Consolidation. 

5. Stipulation entered into for consolidating the above 
identified case for hearing with Civil Actions 33,417, 33,418, 
33.419. 34,447, 34,44S, 38,211, 38,212 and 3S,213 of March 
31, 1947. 

G. Order for Consolidation. 

7. Notice of taking deposition of Plaintiff H. Clay Hof- 

heimer. 

8. Notice of filing deposition of Plaintiff H. Clay Hof- 
heimer. 

9. Defendants* request for preliminary hearing. 

10. Plaintiffs' answer to request for preliminary hearing. 

11. Opinion of Judge Laws after Preliminary Hearing. 

12. Order dismissing Action. 

13. Plaintiffs' motion for rehearing, Rule 59 (b) F.R.C.P. 

14. Defendants' reply to Plaintiffs’ motion for rehearing. 

15. Order overruling plaintiffs’ motion for rehearing. 

16. Plaintiffs' Notice of Appeal. 

17. This designation of record. 

(S) A. YATES DOWELL, 

A. Yates Dowell 

Attorney for Plaintiffs, Mallard and 
ILofheimer. 





PROOF OF SERVICE 


The foregoing was served by mailing a copy on the 21st 
day of June, 1948, to the office of John G. Sbarbaijo, at¬ 
torney for Defendants, 952 National Press Building, Wash¬ 
ington 4, D.C. 
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In the 

UNITED STATES DISTRICT COURT 
for the District of Columbia 


LOGAN L. MALLARD, 
5012 Killam Avenue 
Norfolk. Virginia 

and 


H. CLAY HOFHEIMER, II, 

Norfolk. Virginia, 

PLAINTIFFS 

vs. 

RICHARD M. STORER 
c o Frigidaire Div., 

General Motors Corp., 

Dayton. Ohio 

and 


Civil Action No. 
38,212 

Suit under Section 
4915 of the Revis¬ 
ed Statutes 

(INTERFER¬ 
ENCE 75,439) 


FRIGIDAIRE DIV., 
General Motors Corp., 
Dayton. Ohio 
(Licensee of Storer) 


DEFENDANTS 


COMPLAINT 

Plaintiffs allege and represent as follows: 

1. Plaintiff Logan L. Mallard is a resident of Norfolk, 
County of Norfolk, Virginia. 

2. Plaintiff H. Clay Hofheimer, II, owner of an un¬ 
divided one-half interest by assignment from Mallard is a 
resident of Norfolk, County of Norfolk, Virginia. 









3. Defendant Richard M. Storer is a resident of t)enver, 
Denver County, Colorado, and his address is c/o Frigid- 
aire Div., General Motors Corp., Dayton, Ohio. Frijgidaire 
is a licensee of Storer. 

4. This Court has jurisdiction over this action and over 
defendants under the provision of Sections G3 and 72a of 
Title 35 of the United States Code. 

I 

5. On April 27, 1938, plaintiff Mallard filed in the j[7nited 
States Patent Office an application, Serial Xo. 204,G4G for 
Letters Patent on Ice Cube Trays. 

6. On June 24, 1941, the Patent Office declared ^n In¬ 
terference 75,439 involving the application referred to in 
paragraph 5 above and the following application: ! 


Application entitled Ice Cube Tray, Serial Xo. G0,074, 
filed January 21, 193G, by Defendant Richard M. Storer. 

7. Interference 75,439 referred to in Paragraph G alx>ve 
involved the following count: 

Count 1. “A unitarv metallic grid structure for 
disposition in a freezing tray and removable there¬ 
from as a unit, said grid structure comprisjng a 
longitudinal wall member and a plurality of sub¬ 
stantially non-flexible transverse wall members; each 
extending continuously from one side of saidj grid 
structure to the other through the plane of said 


longitudinal wall member and being interlocked 
therewith to form a permanent unitary structure 
having a row of ice block compartments on eacfy side 
of the longitudinal wall member, the longitudinal 
wall member and the cross members being mounted 
to permit movement of one member relative to the 
other members in said unitary structure, and i|iech- 


anism for imparting such relative movement to said 


wall members.” 


8. Testimony was taken on behalf of Plaintiff Mallard 
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for the purpose of establishing his priority of invention of 
the subject matter of the interference count. 

0. Testimony was taken by Defendant Storer for the pur- 
I>ose of establishing alleged priority of invention of the 
subject matter of the interference count. 

10. On Octol>er 31, 1940, the Board of Appeals issued its 
decision in Interference 75,439 awarding priority of inven¬ 
tion of the subject matter of the count to Defendant Storer, 
holding, inter alia: 

a. that the Plaintiff Mallard had failed to establish an 
actual reduction to practice of the invention in issue prior 
to his constructive reduction to practice on April 27, 193S; 

b. that the record of Plaintiff Mallard failed to include 
a sufficient showing of diligence or good reason for lack of 
diligence: 

<•. that Defendant Storer had established a conception 
of the subject matter in issue at about the 21st day of 
January. 1930: 

d. and that since Plaintiff Mallard had failed to sustain 
his burden of proof, the senior party Storer was entitled to 
the award of priority. 

11. Casper \V. Coins. Commissioner of Patents threatens 
to exercise the powers of his office so as to issue Letters 
Patent to Defendant Storer containing a claim correspond¬ 
ing to the count of Interference 75,439 referred to above 
unless restrained by this Court. 

12. Plaintiff Mallard conceived and reduced to practice 
the subject matter covered by the count of Interference 
75.439 referred to above prior to Storer, defendant herein, 
and plaintiffs are therefore entitled to the grant of Letters 
Parent containing a claim corresponding to the subject 
matter of said count. 
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13. The defendant herein is disentitled to the grant of 
Letters Patent covering the subject matter of the coiint of 
Interference 75,439 referred to above by reason of th<£ fact 
that such defendant is not the first inventor of said sfibject 
matter. 

l 

14. The value of the matter in controversy herein (fiame- 
ly the right of plaintiffs to prevent issuance of Letters 
Patent to defendant Storer and to secure issuance ofj Let¬ 
ters Patent to plaintiffs) exceeds Three Thousand Dollars 
($3,000) exclusive of interest and costs. 

15. This action is one of nine (33,417; 33,41S; 33,419j; 34,- 
447; 34,448; 38,210; 38,211; 38,212; 38,213;) growing out 
of interferences in the United States Patent Office involv¬ 
ing Plaintiff's application for U. S. Patent Serial Xo. 204,- 
G4G, filed April 27, 1938, on an Ice Cube Tray, in t\\fo of 
which actions, namely those corresponding to Interferences 
75,439 and 75,441, the defendants are involved, along kvith 
other parties, and in other of the actions correspondinlg to 
Interferences 75,443 and 75,449 Defendant Frigidaire is al¬ 
so involved. 

16. If Casper W. Ooms, Commissioner of Patents issues 
Letters Patent to defendant Storer covering the subject 
matter of the interference count referred to above great 
and irreparable damage will result to plaintiffs and to the 
public. 

17. Plaintiffs have taken no appeal to the United Stjates 
Court of Customs and Patent Appeals from the decision 
of the Board of Appeals dated October 31, 1940, as set 
forth in paragraph 10 above. 

WHEREFORE, plaintiffs pray for the following relipf: 

I 

That an injunction both temporary and permanent be 


\ 
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granted against Casper W. Ooms as Commissioner of Pat¬ 
ents of the United States enjoining him from issuing Let¬ 
ters Patent to defendant Storer covering the subject mat¬ 
ter of the Count of Interference 75,439. 

II 

That this Court adjudge and decree that defendant Stor¬ 
er is not entitled to Letters Patent on the subject matter 
covered by the count of Interference 75,439. 

III 

That this Court adjudge and decree that Plaintiff Mal¬ 
lard was the first to invent the subject matter of the Count 
of Interference 75,439 and that plaintiffs are entitled to 
Letters Patent thereon. 

IV 

That writs l>e issued under and in accordance with Sec¬ 
tion 73a of Title 35 of the United States Code addressed 
to defendants Richard M. Storer, c/o Frigidaire Div., Gen¬ 
eral Motors Corp., Payton, Ohio, and Frigidaire Div., Gen¬ 
eral Motors Corp., Dayton, Ohio. 

V 

That plaintiffs be granted such other and further relief 
as the Court may deem proper and just in the premises. 

Logan L. Mallard, 

5012 Killam Avenue, 

Norfolk, Va. 

and 

II. Clay Hofheimer, II, 

Norfolk, Va., 

Plaintiffs. 


Attorney for Plaintiffs: 

(Sgd.) A. YATES DOWELL, 
A. Yates Powell 
Munsey Bldg.. 

Washington, D.C. 
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ANSWER 

Richard M. Storer and General Motors Corporation, 
named as defendants in this Action No. 3S,212, for their 
answer to the Bill of Complaint herein allege as follolws: 

1. They are without sufficient information to fojrm a 
belief as to the truth of the allegations of paragraphs jl and 
2 of the Bill of Complaint, and therefore they deny pll of 
sail allegations. 

° i 

2. The}’ deny all of the allegations of paragraph 3 <!>f the 
Bill of Complaint except that they admit Richard M. Storer 
is a resident of Denver, Denver County, Colorado, ai^d his 
address is c/o Frigidaire Division, General Motors j Cor¬ 
poration, Dayton, Ohio. 

3. They deny the allegations of paragraph 4 of thej Bill 
of Complaint. 

4. They admit the allegations in paragraph 5 of thc| Bill 
of Complaint. 

5. They deny the allegations of paragraph 6 of the Bill 
of Complaint. 

Answering further to the allegations of paragraph G, 
they assert that Interference 75,439 was originally declared 
by the Tatent Olfice on March 3, 193S, including thi ap¬ 
plication of Storer, and that the party Mallard was added 
thereto on or about June 24, 1941. 

G. They admit the allegations in paragraph 7, 8 and 9 of 
the Bill of Complaint. 

7. They admit the allegation in paragraph 10 of the Bill 
of Complaint that “On October 31, 1946, the Board of Ap¬ 
peals issued its decision in Interference 75,439 awarding 
priority of invention of the subject matter of the cbunt 
to Defendant Storer": but thev are unable to agree with the 


♦ 
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Plaintiffs' attempted restatement of the Board's decision in 
all resj»ects. Answering further to paragraph 10 of the 
Bill of Complaint, these defendants state that the decision 
dated Octal >er 31, 1910 rendered by the Board of Appeals 
afiirmed the decision, dated December 10, 1945, of the Ex¬ 
aminer of Interferences awarding priority of invention to 
the defendant Richard M. Storer. 


8. They deny all the allegations of paragraphs 11, 12, 
13 and 11 of the Bill of Complaint. 


9. Defendants are without sufficient knowledge to de¬ 
termine the correctness of the allegations of paragraph 15 
of the Bill of Complaint, and therefore they deny such al¬ 
legations. 


Answering further, the defendants say that Richard M. 
Storer is a defendant in Civil Actions 38,213 and 38,212, 
and that General Motors Corporation is a defendant in 
Civil Actions 33.417: 33,419; 38,210; 38,211; 38,212 and 
38.213: all pending in this Court. 

10. They deny all of the allegations of paragraph 1G of 
the Bill of Complaint. 


11. They are without knowledge as to the allegations of 
jviragraph 17 of the Bill of Complaint and therefore deny 
the same. 


Further answering, these defendants state: 

12. That heretofore and prior to the 21st day of January, 
193G, the defendant Richard M. Storer was the original, 
l:rst and sole inventor of certain new and useful improve¬ 
ments in lee Cul>e Trav, disclosed in his hereinafter men- 
tinned application, that said improvements were not known 
or used by others in this country and not patented or des- 
cri!>ed in any printed publication in this or any foreign 
country and not in public use or on sale in this country 




prior to the invention and discovery thereof by th^ said 
Richard M. Storer or for more than two years prior ;to his 
hereinafter recited application for letters patent therefor, 
and for which invention no application for letters patent 
had been filed in any foreign country by the said Richard 
M. Storer or his legal representatives or assigns more than 
twelve months prior to the said hereinafter recited applica¬ 
tion for letters patent, and which invention had notj been 
abandoned. 


13. That being, as stated, the original, first and sole in 


ventor of the aforesaid invention and being entitled to a 
patent therefor, the said Richard M. Storer on or aboiit the 
21st day of January, 193G, filed in the United States Pat¬ 
ent Office the application for letters patent referred to in 
paragraph G of the Rill of Complaint, said application 
complying in all respects with all of the requirements of 
the law in such cases made and provided; that afte^* the 
examination required by law and other due proceedings 
had, the Commissioner of Patents adjudged that thfe in¬ 
vention described and claimed in said application foif let¬ 
ters patent interfered in part with the co-pending applica¬ 
tion of plaintiff Mallard referred to in paragraph 5 of the 
Bill of Complaint, and thereupon declared the interference 
referred to in paragraph G of the Bill of Complaint jwith 
the issue as defined in the count set forth in paragraph 7 
of the Bill of Complaint; that these defendants duly jpre- 
sented to the Commissioner of Patents full and sufficient 
proof establishing the fact that said Richard M. Storer iwas 
the original, first and sole inventor of the improvements 
constituting the subject matter of the count of the hereto¬ 
fore mentioned interference, and that he made the said 
invention prior to the date of invention of the plaintifjf L. 
L. Mallard. 


14. That, after due proceedings had, the Commissioner 
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of Patents, by reason of concurring decisions of the Ex¬ 
aminer of Interferences and the Board of Appeals, proper¬ 
ly and correctly awarded priority of invention of the sub¬ 
ject matter of the count in interference to Richard M. Stor- 
er. 

13. That defendant, Richard M. Storer, invented the sub¬ 
ject matter of the count in interference prior to the plain¬ 
tiff Mallard, arid therefore these defendants Richard M. 
Storer and General Motors Corporation, are entitled to the 
grant of letters patent containing the claim covering the 
subject matter of the count in interference. 

1G. That General Motors Corporation is the owner by 
assignment of the aforesaid Storer application and the in¬ 
vention thereof. 

Wherefore these defendants pray this Honorable Court: 

1. To dismiss the Bill of Complaint herein. 

2 . To decree that the plaintiff Mallard is not the first 
inventor of the subject matter of the interference here in¬ 
volved and that he is not entitled to letters patent covering 
such subject matter. 

3. To decree that the defendant Richard M. Storer is the 
original, first and sole inventor of the subject matter of In¬ 
terference 73.439, and that the General Motors Corporation, 
as assignee of the entire right, title and interest in and to 
said invention and application of Richard M. Storer, is 
entitled to receive letter's patent of the United States. 

4. To authorize the Commissioner of Patents to issue 
to the General Motors Corporation, as assignee of said 
Richard M. Storer, a patent on the above designated ap¬ 
plication of Richard M. Storer, including the subject mat¬ 
ter of the said interference. 




5. For costs and such other and further relief as Equity 
may require. 

(Sgd.) SPENCER, HARDMAN & FEHR, 
Spencer, Hardman & Fehr 
Attorneys for Richard M. Stored and 
General Motors Corporatilon 

(Sgd.) JOHN G. SBARBARO, 

John G. Sbarbaro 
of Counsel, 

952 National Press Bldg., 

Washington 4, D.C. 

Copy hereof forwarded by registered mail February* 14, 
1947 to the attorneys for each of the parties. 


<S) 


I 


JOHN G. SBARBARO 
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MOTION FOR CONSOLIDATION 

Now come Plaintiffs Mallard and Ilofheimer, II, by their 
attorney, A. Yates Dowell, and move that the above Civil 
Action Ik? consolidated with Civil Actions Nos. 33,417, 33,- 
4 IS, 33,419, 34,447, 34,448, 38,210, 38,211 and 3S,213. 

This Motion is made in order to conserve the time of this 
Honorable Court and all parties concerned and in view of 
the fact that these Actions are all based on the same ap¬ 
plication for patent S.X. 204,G4G. 

In view of the fact that Notice has been received from 
the Assignment Commissioner that Civil Actions Nos. 
34.447 and 34,448 will be called for pretrial hearing at 
11:30 a.m„ on March 17, 1947, it is suggested that if there 
is no objection the question of consolidation be disposed of 
at that time. 

(Sgd.) A. YATES DOWELL, 

A. Yates Dowell 
Attorney for Plaintiffs, 

1158 Munsey Bldg., 

Washington 4, D.C. 

Washington D.C. 

March 12. 1947 

A copy of this Motion has this 12th day of March 1947 
l)een mailed to Si>encer, Hardman & Fehr, c/o General 
Motors Patent Dept., Box 921, Dayton 1, Ohio, and John 
G. Sbarbaro, 952 National Press Bldg., Washington 4, 
D.C., by registered mail. 
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REQUEST FOR PRELIMINARY HEARING j 
Rule 12(d), F. R. C. P. 

I 

I 

General Motors Corporation and Richard M. Storer, 
named as defendants in this action, respectfully request 
this Court to hear and determine, before trial, their de¬ 
fense—lack of jurisdiction—presented in their answer. 
(See paragraph 4 of the Bill of Complaint and paragraph 
5 of the answer.) This request is made under Rule l|(d) 
of the Federal Rules of Civil Procedure. 

The present suit is based upon Patent Office Interference 
Xo. 75,439, a two-party interference involving application 
S.K. 204,640, filed April 27, 1938, by Mallard, and applica¬ 
tion S.N. 00,074, filed January 21, 1936, by Storer. The 
final decision in the Patent Office awarded priority oi| in¬ 
vention to the senior party Storer. Mallard thereupon 
commenced this action by a bill in equity, asserted tb be 
filed under Sec. 4915-R.S. If this Court has jurisdiction 
of this action, it must be by reason of the Act of Mar. 3, 
1927, 44 Stat. 1394 (U.S.cJ Title 35, Sec. 72a) or by the 
voluntary appearance of General Motors Corporation. 

Sec. 72a confers jurisdiction on this Court only if it ap¬ 
pears “—that there is an adverse party residing in a for¬ 
eign country, or adverse parties residing in a plurality of 
districts not embraced within the same state,—”. Thife is 
not the case here for the facts show that the only indispens¬ 
able party is General Motors Corporation, incorported un¬ 
der the laws of the State of Delaware. Storer is not an 
indispensable party because, long prior to the filing of this 
action, to wit, on or about May 4, 1943, he had assigned 
the entire right, title and interest in and to his applica¬ 
tion to the General Motors Corporation. It is well settled 
law that, in an action of this kind, the assignor of the en¬ 
tire right, title and interest in and to the application in- 
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volved, is not an indispensable party and his place of resi¬ 
dence cannot l>e used with the place of residence of his as¬ 
signee. tt» confer jurisdiction under Sec. 72a. (See Stand¬ 
ard Oil Com pa iii/ r. Pure Oil Company, decided January 
21. 1027. by the District Court, District of Columbia, and 
retried in Jo I'.S.P.Q. 108.) 

The Commissioner of Patents is also named in the Bill 
of Complaint and he may or may not have been properly 
served. We do not know. But in either event, it is well 
settled law that the Commissioner, in an action of this type, 
is not an adverse party within the meaning of Sec. 72a. 
(Cor r. Hobart Manuafacturiny Company, decided by the 
Court of Api>eals. District of Columbia, January 30, 1939, 
and rejH>rteil in 40 U.S.P.Q. 320.) 

Therefore, this Court does not have jurisdiction under 
Sec. 72a. 


General Motors Corporation did not subject itself volun¬ 
tarily to the jurisdiction of this Court by filing its answer. 
Nor did it waive its defense—lack of jurisdiction— by pre¬ 
senting that defense in its answer rather than by motion. 
On this point Ilule 12(b) specifically states that the de¬ 
fense of lack of jurisdiction over the subject matter and 
the defense of lack of jurisdiction over the person may be 
presented in the responsive pleading, or by motion, at the 
option of the pleader. This Rule likewise specifically states 
that the defense—lack of jurisdiction— is not waived by 
Infing joined With one or more defenses or objections in a 
resjxuisive pleading. It has been so held by the Court of 
Appeals. District of Columbia. (See Gaines v. Gaines, 
157 F (2nd) 521. decided September 23, 194(5.) 


The jurisdiction, or lack of jurisdiction of this Court to 
try this action has l>een an issue since the filing of the 
answer, wherein, in paragraph 3 the allegations of para- 




49A 


graph 4 of the Bill of Complaint are specifically denied. 
Likewise the facts concerning the assignment of the Storer 
application have been of record in the Patent Office jsince 
on or about June 14, 1943, at which time the Storer as¬ 
signment was recorded. Copy of that assignment, as rec¬ 
orded, and a copy of the agreement referred to therein!, are 
attached hereto. These facts are also pointed out ip the 
pleadings, for paragraph 2 of the answer specifically}- de¬ 
nies that General Motors Corporation is a licensee and para¬ 
graph 16 specifically avers that General Motors Corporation 
is the owner of the Storer application by assignment. 

It is respectfully submitted, therefore, that this Court 
does not have jurisdiction to try this case and that, upder 
Rule 12(d) the defense of lack of jurisdiction should be 
sustained before trial and the case dismissed. 

(Signed) JOHN G. SBARBARO, 

Attornev for Defendants Storer and 
v 

General Motors Corporation. 

Address: 952 National Press Building, 

Washington 4, D.C. 
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NOTICE 


To A. Yates Dowell 

1158 Munsey Bldg., 

Washington 4, D.C. 

Attornev for Plaintiffs. 

% 

Please take notice that the undersigned will bring the 
aln>ve Request for Preliminary Hearing before this Court 
on the day of , 1947, at 10 o'clock in the 

forenoon of that day or as soon thereafter as counsel can 
l>e heard. 

Signed: JOHN G. SBARBARO, 

Attornev for Defendants. 

% 

PROOF OF SERVICE 

The foregoing was served by delivering a copy, on the 
2:>rd day of September. 1947, to the office of A. Yates Dow¬ 
ell. attorney for plaintiffs, at the address above given. 

JOHN G. SBARBARO, 

Attorney for Defendants Storer and 
General Motors Corporation. 
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PLAINTIFFS’ ANSWER TO REQUEST FOR 
PRELIMINARY HEARING 


The defendants in this action, Richard M. Storer and 
General Motors Corporation, have filed a request that) this 
Court hear and determine before trial their defense-lack 
of jurisdiction—presented in their answer to plaintiffs’ 
Bill of Complaint in which plaintiffs alleged, Paragraph 4, 
that— 

“This Court has jurisdiction over this action and 
over defendants under the provisions of Sectionis G3 
and 72a of Title 35 of the U. S. Code” 

which allegation defendants denied in Paragraph 3 of 
their answer. Defendants' request is made under Rule 
12(d) of the Federal Rules of Civil Procedure. 

This action is one of nine (33,417; 33,418; 33,419; 34,1447; 
34,448; 3S,210; 38,211; 38,212; 38,213) growing out o^ In¬ 
terferences in the United States Patent Office involving 
plaintiffs' application for U.S. Patent Ser. No. 204,G4G filed 
April 27, 1938, on an Ice Cube Tray, the interference from 
which this action arose being No. 75,439, a two-party! in¬ 
terference involving plaintiffs’ application Ser. No. 204;G4G 
and application Ser. No. GO,074 filed January 21, 193(| by 
Storer. The Patent Office Board of Appeals awarded jpri- 
ority of invention in this interference to the senior party 
Storer whereupon the plaintiffs brought this action by a 
Bill in Equity filed under Section 4915 R.S. 

The defendants in this action, Storer and General Motors 
Corporation, base their contention that this Court lacks 
jurisdiction on the ground that there is in fact only one 
indispensable defendant, namely General Motors Corpora¬ 
tion, since by assignment Storer has divested himself of 
the entire right, title and interest in the invention which 
is now owned by General Motors Corporation, and that con- 
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sequently there are not parties adverse to plaintiffs resid¬ 
ing in a plurality of districts not embraced ■within the 
same state as is required by U.S.C. Title 35 Section 72a to 
confer jurisdiction upon this Court. 

Admittedly if this action were standing alone, this Court 
would not have jurisdiction thereover since it would be nec- 
cssa:-- for plaintiffs to bring their action in the district 
in which defendant resides, namely Delaware. However, it 
it respectfully submitted that in view of the fact that this 
action involves the same subject matter as the other ac¬ 
tions enumerated above, that the various interferences were 
consolidated and treated as a single action in the Patent 
Office, and further that defendants have agreed at the 
pretrial hearing on March 17, 1947, to the consolidation of 
these nine cases in this Court, this Court should assume 
jurisdiction in this action and dispose of all of the above 
enumerated actions in one proceeding. 

The defendant General Motors Corporation is a party to 
six of the actions enumerated above, and it is respectfully 
submitted that it would l>e no hardship upon the defendants 
herein to have this action considered in this Court since it 
will Ik? necessary for defendants to appear for the trial of 
these other actions, and consequently there would be no 
added burden on them if they were also to appear for trial 
of this action. Further, much time would be saved by all 
concerned in considering all of the cases in one proceeding 
since the subject matter is the same and presumably sub¬ 
stantially the same witnesses, proofs and exhibits would be 
necessary to the defense in all actions. 

The purpose of the statute in providing that suit may Ik? 
brought in the District Court of the United States for the 
District of Columbia where adverse parties reside in a 
plurality of districts not embraced within the same state 
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is to make jurisdiction dependent upon the situation jwhich 
is revealed by the Complaint, and further the purpose of 
the general rule that suit must be brought in the district 
of which the defendant is a resident is to preclude requir¬ 
ing a defendant to come from anywhere in the blnited 
States to answer a suit filed by a plaintixff in a district' most 
convenient to him. 

It is respectfully submitted that the purpose of 
statute and the general rule is clearlv served bv 
jurisdiction of this action in this Court, since in 
place the jurisdiction of this Court may be based 
situation revealed by the Complaint, namely the 
this is one of nine actions now pending in this 
which the subject matter is the same and in which 
fendant General Motors Corporation is a party to six of 
the actions, and secondly in view of the fact that thji de¬ 
fendant General Motors Corporation must appear in this 
Court in defense of a plurality of these actions it cannot 
be said that they are forced to appear in a place most con¬ 
venient to the plaintiffs for the mere purpose of inconven¬ 
iencing the defendant. 

i 

In support of this position, see Robinson, Jr. et <jr l v. 
Wayne et al, ~n U.S.IhQ. 514 in which the Court comment¬ 
ing on the question of jurisdiction said: 

“Obviously the purpose of the statute is to make 
jurisdiction dependent upon the situation which is 
revealed by the Complaint.” 

The Court further said: 

“The purpose of the statute is to make possible 
the adjudication of all issues involved between all 
adverse parties in one proceeding and in one forulm.” 

In view of the above, it is respectfully submitted that the 
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puri>ose of the statute as outlined in the quoted matter is 
fully served by continuing the jurisdiction of this action 
in this Court and that considerable time and effort, both 
on the part of the Courts and of the parties, will be saved 
by deciding this action as well as the other eight related 
actions in this Court. 

The nine actions referred to above, of which this action 
is an inherent part, have been treated in the Patent Office 
as a single case, were filed in this Court with the intention 
that they be treated as a single case, as is evidenced by 
plaintiffs* Motion for Consolidation heard at the pretrial 
hearing on March 17, 1947, and were obviously considered 
so by counsel for defendants who at the pretrial hearing 
agreed to such a consolidation. In view of defendants’ 
agreement to consolidate and decide these actions in one 
proceeding, it is respectfully submitted that defendants are 
now estopped to urge lack of jurisdiction in this Court for 
this one proceeding which it is respectfully submitted can¬ 
not Ik? equitably divorced from the other eight actions. 

Defendants have cited several decisions in support of 
their contention that this Court lacks jurisdiction in this 
action, but it is respectfully submitted that these authori¬ 
ties are not in point since in each case only a single two- 
jwrty interference was involved with no question of other 
interferences involving the same subject matter having been 
consolidated therewith. Consequently these cases can have 
no bearing on the question of whether or not this Court 
should assume jurisdiction when as in the present action a 
multiplicity of interferences involving the same subject 
matter have all l>een consolidated and treated as a single 
action in the Fatent Office and that actions arising from 
the proceedings in the Fatent Office have been filed in this 
Court with a view to having them considered all in one 
proceeding. 
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Plaintiffs further respectfully submit that in view of the 
fact that under the statutes it was necessary to bring a 
majority of the related actions in this Court in view of the 
circumstances revealed by the Complaint that it would have 
been inequitable to have singled out and brought thijs ac¬ 
tion in the district in which defendant General Motors 
Corporation resided, since this would have subjected) the 
defendant to a multiplicity of suits in different jurisdic¬ 
tions and on the same subject matter, and consequently it 
is conceivable that such a suit brought in the jurisdiction 
of defendants’ residence could have been dismissed on this 
ground, leaving plaintiffs without recourse in law or in 
equity. In other words, defendants are requesting the 
Court to hold that plaintiffs should have committed an in¬ 
equitable act by bringing this single action in another juris¬ 
diction from that in which it was necessary to briijg a 
plurality of actions relating to the same subject matter and 
involving the same defendant General Motors Corporation. 


This being an equity proceeding, it is respectfully request¬ 
ed that the Court consider the equities involved which It is 
respectfully submitted are all with the plaintiffs an4 in 
view thereof to dismiss the request by defendants to hold 
that this Court is without jurisdiction and to assume juris¬ 
diction of this action for the purpose of trial of the issues 
therein. 

(S) A. YATES DOWELL, j 

A. Yates Dowell, attorney for Plaintiffs, 
1158 Munsey Bldg., 

Washington 4, D.C. 

Washington, D.C. | 

September 29, 1947. 


I 

I 
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PROOF OF SERVICE 


The foregoing was served by mailing a copy via register- 
oil mail on the 29th day of September, 1947, to John G. 
Sbarlwro. 952 National Tress Bldg., Washington 4, D.C., 
attorney for defendants. 

(S) A. YATES DOWELL, 

A. Yates Dowell, attorney for plaintiffs. 


ORDER 

This cause came to be heard on defendants' motion to 
dismiss on the ground of lack of jurisdiction of the sole 
adverse party. General Motors Corporation, a corporation 
of Delaware, and the Court having granted the said motion, 

It is hereby ORDERED, ADJUDGED, and DECREED 
that the action l>e and is hereby dismissed, and that defend¬ 
ants recover their costs. 

(S) BOLITIIA J. LAWS, Chief Justice 

Dated: Nov. 20. 1947. 

Sendee of a copy of the 
above order is acknowledged 

c? 

and it is approved as to form. 

(Sjd.) A. YATES DOWELL, 

A Yates Dowell, 

Attorney for Logan L. Mallard and 
H. Clay Ilofheimer, II, 

Plaintiffs. 






MOTION FOR REHEARING 


Rule 59 (b) F. R. C. P. 

An Order dismissing this action having been entered on 
November 20, 1947, Plaintiffs Logan L. Mallard an<|l H. 
Clay Hofheimer, II y bring this motion to set aside the 
Order and to reconsider the decision granting the Motion 
to Dismiss. 


The facts upon which this action is based are set l|orth 
in detail in Plaintiff's Answer to the Request for the Pre¬ 
liminary Hearing filed September 29, 1947, and all of[ the 
arguments presented in Plaintiff's Answer are incorporat¬ 
ed herein by reference. 

Although in theory there were a plurality of interfer¬ 
ences set up by the Patent Office as a practical matter 
there was one piece of litigation in which all of the parties 
were brought together in one proceeding and a single rec¬ 
ord was made and considered throughout the proceedings 
in the Patent Office. This involving a single Mallard ap¬ 
plication and to split the consideration of the matter be¬ 
tween different courts would work a hardship on all parties 
and it is believed that the defendant would not have raised 
this highly technical question if plaintiffs’ time for fijling 
action had not expired. It is hoped that this court jwill 
see fit to grant this motion for rehearing and continuation 
of the cases in this proceeding. But if not that it will 
order transfer to the proper court. 


When it came time to bring suit under RS 4915 the! re¬ 
quirements of the statute prescribed for the major par^ of 
these interferences that the District of Columbia be the 
only available forum. Having by necessity to bring Suit 
in the District of Columbia and thereby the Court hav 
obtained jurisdiction of General Motors, it is unconscion¬ 
able that Mallard should be forced to bring as manv otlher 
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suits in other jurisdictions as there are opponents who 
would not have l>een suable in the District of Columbia in 
the event that they should be considered individually. 

The Patent Office having treated the proceedings through¬ 
out as a single proceeding and a suit under RS 4013 being 
a suit de novo and being in its essential nature, one to set 
aside a judgment of the Patent Office, the proceedings 
should continue in justice to the parties as a single pro¬ 
ceeding. 

It is respectfully submitted that the dismissal of this 
action will work great hardship on Plaintiffs, and since 
Defendant General Motors Corporation is already under 
jurisdiction of this Court it is respectfully submitted that 
no injuries will result in continuing this action. 

It is resj»ectfully requested in view of the above that this 
Motion l»e granted permitting Plaintiffs to reargue the 
matter and that the Order for dismissal be set aside per¬ 
mitting the action to continue in this Court. 

NOTICE OF SERVICE 


To: John G. Sbarbaro 
l Xi2 National Press Bldg., 

Washington 4, D.C., 

Attorney for Defendants. 

Please take notice that the undersigned will bring the 
above Motion for Rehearing before this Court on the 
day of , 1947, at 10 o'clock in the forenoon of that 

day or as soon thereafter as counsel can be heard. 

(Sgd.) A. YATES DOWELL, 

Attomev for Plaintiffs. 






PROOF OF SERVICE 


The foregoing was served by delivering a copy op the 
28th day of November, 1947, to the office of John G. Sbar- 
baro, attorney for Defendants at the address above givfen. 
Service accepted: 

OS) JOHN G. SBARBARO, 

Attorney for Defendants. 

I 

I 
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DEFEND ANTS’ REPLY TO PLAINTIFFS’ MOTION 

FOR REHEARING 

Plaintiffs' motion for rehearing should be denied for the 
reason that it fails to set forth a single ground—either old 
or new—on which a decision contrary to that already rend¬ 
ered in this action could possibly be based. As stated by 
this Court in its original opinion, ‘‘Plaintiffs admit that 
the sole adverse party in the above-entitled causes is Gen¬ 
eral Motors Corporation, a body corporate, organized under 
the laws of the State of Delaware. Since the statute grant¬ 
ing jurisdiction deals specifically with when jurisdiction 
is permitted, the general jurisdiction of equity to prevent a 
multiplicity of suits does not apply." 

Under ordinary circumstances the above statement would 
constitute our fully reply to Plaintiffs' motion. However 
in this case the motion contains several statements which 
are obviously incorrect and not supported by the record. 
And while it may be that such statements are of little im- 
l>ortance we feel compelled to make the following comments 
with respect thereto merely for the purpose of keeping the 
record straight. 

1. It is not true that defendants raised the question of 
jurisdiction after plaintiffs* time for filing a bill in equity 
had expired. This question was raised in defendants’ an¬ 
swer and under the rules plaintiffs could have had this 
question determined in plenty of time to file their bill in 
equity in the proper jurisdiction. 

2. It is not true that the large number of ice tray in¬ 
terferences declared by the Patent Office many years ago, 
were considered as a single piece of litigation by the Pat¬ 
ent Office, or for that matter, by these plaintiffs. Such 
interferences were set up at different times. They invol\ed 
different parties and different issues. Many of them have 
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been finally decided, some by dissolution and otheiis by 
judgment awarding priority of invention. Each wa£ de¬ 
cided on its own record. Even the interferences on which 
the actions now pending before this Court are based were 
never considered as a single controversy for some jwere 
tried before the Examiner of Interferences and thereafter 
heard by the Board of Appeals under the old rules, \rfiile 
others were tried before Board of Interference Examiners 
under the new rules. j 

The plaintiffs themselves have never treated these ice 
tray interferences as a single controversy or as a single 
piece of litigation. For example they obviously treated In¬ 
terference No. 79850 as a separate controversy for in that 
interference the}' filed a bill in equity in the District C<j)urt 
of Chicago, Illinois where they lost the award of priority 
of invention. Mallard v. Kitto, 09 U.S.P.Q., 508; Ex ptyrte 
Mallard, 71 U.S.P.Q., 294. Likewise, they treated Inter¬ 
ference Xo. 79950 as a separate interference, notwithstand¬ 
ing the fact that the parties to that interference, were also 
parties to several of the interferences now before this 
Court. They did not hesitate to allow that interference 
to go to final decision independent of the suits now pend¬ 
ing in this Court. 

3. It is not true that there is but one record in the in¬ 
terferences now pending before this Court. The defend¬ 
ant, General Motors Corporation, has one record for Stojrer 
in Civil Action Xo. 3S212, a second and independent rec¬ 
ord for Reeves in Civil Action Xo. 33,419, a third and in- 
dependent record for Reeves in Civil Action Xo. 38211, 
none of which has any bearing on the other or on the rec¬ 
ords in any of the other pending actions. 

i 

We submit that plaintiff has presented no ground, either 
old or new on which a decision contrary to the decision 
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already rendered herein, can possibly be based. Therefore 
plaintiffs' motion should be denied. 

(Sgd.) JOHX G. SBARBARO, 
Attorney for Defendants 

John G. Sbarbaro, 

Address: 952 National Press Building, 
Washington 4, D.C. 

A copy of the above defendants' Reply was sent by pre¬ 
paid registered mail to A. Yates Dowell, attorney for plain¬ 
tiffs. 

(Sgd.) JOHX G. SBARBARO 
John G. Sbarbaro 
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ORDER 

•This cause came to be considered on plaintiffs’ motion 
for rehearing of defendants’ motion to dismiss for lacik of 
jurisdiction, and the Court having overruled the motion for 
rehearing, 

It is hereby ORDERED, ADJUDGED, and DECREED 
that the motion for rehearing is overruled. 

(S) BOLITHA J. LAWS 

Dated: May 28th, 1948. 

Sendee of the foregoing was effected by mailing onj the 
25th day of May, 1948 to A. Yates Dowell, Munsey B|iild- 
ing, "Washington, D.C. attorney for plaintiffs Mallard et al. 

(S) JOHN G. SBARBARO, 

Attorney for Defendants Storer et al. 
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NOTICE OF APPEAL TO THE UNITED STATES 
COURT OF APPEALS FOR THE DISTRICT 
OF COLUMBIA 

Notice is hereby given this 10th day of June, 1948, that 
Logan L. Mallard and H. Clay Hofheimer, II, plaintiffs 
above named, hereby appeal to the United States Court of 
Appeals for the District of Columbia from the order of 
this Court entered on the 28th day of May, 1948 overruling 
the motion for rehearing of the motion to dismiss in favor 
of defendants Richard M. Storer et al and against said 
Loirun L. Mallard and H. Clav Hofheimer, II. 

(Sgd.) A. YATES DOWELL, 

A. Yates Dowell, Attorney for 
Plaintiffs Mallard and Hofheimer, II. 
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DESIGNATION OF RECORD ON APPEAL | 

The Clerk will kindly include the following in preparing 
the record on appeal in the above identified case: 

1. Complaint and Acceptance of Sendee. 

2. Appearance for Defendants. 

j 

3. Answer. 

4. Motion for Consolidation. 

5. Stipulation entered into for consolidating the abbve 

identified case for hearing with Civil Actions 33,417, 33,4(18, 
33,419, 34,447, 34,448, 3S,210, 38,211 and 3S,213 of Match 
31, 1947. ! 

6. Order for Consolidation. 

7. Notice of taking deposition of Plaintiff H. Clay Hjof- 
heimer. 

8. Notice of filing deposition of Plaintiff H. Clay Hi>f- 
heimer. 

9. Defendants’ request for preliminary hearing. 

10. Plaintiffs’ answer to request for preliminary hearing. 

11. Opinion of Judge Laws after Preliminary Hearing. | 

12. Order dismissing Action. 

13. Plaintiffs’ motion for rehearing, Rule 59 (b) F.R.C.P. 

14. Defendants’ reply to Plaintiffs’ motion for rehearing. 

15. Order overruling plaintiffs’ motion for rehearing. j 

16. Plaintiffs’ Notice of Appeal. j 

17. This designation of record. 

(S) A. YATES DOWELL, 

A. Yates Dowell, 

Attorney for Plaintiffs. 
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PROOF OF SERVICE 

The foregoing was served by mailing a copy on the 21st 
day of June, 1948, to the office of John G. Sbarbaro, at- 
toraev for Defendants, 952 National Press Building, Wash¬ 
ington 4, D.C. 
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for the District of Columbia Circuit 


No. 9947 

Civil Action 38,210 

Logan L. Mallard & H. Clay Hofheimer, II, 
Plaintiffs-Appellants 

v. 

Edward H. Lutz & General Motors Corporation 
Defendants-Appellees 


No. 9948 

Civil Action 38,212 

Logan L. Mallard & H. Clay Hofheimer, II, 
Plaintiff s-Appellants 

v. 

Richard M. Storer & General Motors Corporation, 
Defendants-Appellees 


Appeals from the United States District Court for the 

District of Columbia 


BRIEF FOR APPELLEES 


INTRODUCTORY STATEMENT 

I 

Appellants’ “Jurisdictional Statement” (Appellants’ 
Brief 1) and their “Statement of the Case” (Appellants’ 
Brief 4) and other parts of their brief contain many in¬ 
accurate and misleading statements. In addition, ihjey 
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contain many statements concerning facts (if they are 
facts) which do not appear in the record on these appeals, 
and they omit reference to facts which are important facts 
on these appeals. As a result, we are compelled to set 
out a comprehensive statement of the true facts in a 
•‘Counter-Statement of the Case*’, as follows. 

COUNTER-STATEMENT OF THE CASE 

We are directly concerned here with but two appeals, 
Appeal Xo. 9947 taken by Mallard and Hofheimer in Civil 
Action Xo. 38210, and Appeal Xo. 9948 taken by Mallard 
and Hofheimer in Civil Action Xo. 38212. The two appeals 
are being considered together because each involves the 
same jurisdictional question, i. e., does the Court below 
have jurisdiction of an action seeking the remedy of Sec. 
4915 R. S. (U: S. C. Title 35, Sec. 63), where it appears 
that the sole adverse defendant is a corporation of the 
State of Delaware ? The Court below answered this ques¬ 
tion in the negative and dismissed both of the Actions 
(Appellants* App. 26A, 56A). 

(a) General Motors Corporation is the Sole Adverse 
Defendant in These Actions —This was admitted by the 
Appellants to be the fact in the Court below and their 
admission is referred to in the Opinion of the Court below 
(Appellants' App. 24A), on which the Orders dismissing 
the Actions were based. The Court said, “Plaintiffs admit 
that th.e sole adverse party in the above-entitled causes is 
General Motors Corporation,—” (Appellants’ App. 24A). 

But without regard to Appellants’ admission, General 
Motors Corporation is the sole adverse defendant in Civil 
Action Xo. 38210 because it is the assignee of the Lutz 
application, S. X. 86,060 filed June 19, 1936, the only 
adverse application involved in Interference No. 75443 
on which Civil Action Xo. 38210 is based. General Motors 
Corporation is the sole adverse defendant in Civil Action 
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No. 38212 because it is the assignee of the Storer applica¬ 
tion, S. N. 00,074 filed January 31, 1936, the only adverse 
application involved in Interference No. 75439 on wjhich 
Civil Action No. 3S212 is based. 

Both of the aforesaid assignments are of record inj the 
Patent Office. Both were of record in the Patent Qffice 
prior to the filing of the Complaints. Both are of record 
in the Court below, the Lutz assignment being a parjt of 
Appellees’ “Request for Preliminary Hearing” filetjl in 
Civil Action No. 38210, (Tr. pp. 26-3S) and the Store^ as¬ 
signment being a part of Appellees’ “Request for Prelimi¬ 
nary Hearing” filed in Civil Action No. 38212 (Tr. ppj 83, 
S4). In addition, the fact that General Motors Corpora¬ 
tion is the owner, by assignment, of the Lutz and Storer 
applications is apparent from the pleadings, the Lutz as¬ 
signment being referred to in the Complaint (Appellants’ 
App. 1, 2, par. 3) and in the Answer (Appellants’ App. 9A, 
par. e) of Civil Action No. 38210, and the Storer assign¬ 
ment being referred to in the Answer (Appellants’ Ajpp. 
44A, par. 16) of Civil Action No. 3S212. 

(b) History of Civil Actions Nos. 38210 and 38212— 

Civil Action No. 38210 (Appeal No. 9947) is based u]ion 
Patent Office Interference No. 75443 which was originally 
declared by the Patent Office on March 3, 1938, prior to 
the filing of the Mallard application S. N. 204,646 (Appel¬ 
lants’ App. 6A, par. 5). The aforesaid Mallard applica¬ 
tion was added to Interference No. 75443 on May 15, 1941 
(Appellants’ App. 6A, par. 5). The issue of this interfer¬ 
ence was defined in a single count (Appellants’ App. 24)- 
On October 31, 1946, the Board of Appeals awarded prior¬ 
ity of invention against Mallard and in favor of Lutz (Ajp- 
pellants’ App. 3A, par. 10). At that time, Interference No. 
75443 involved but two applications, the aforesaid Mallajrd 
application S. N. 204,646 filed on April 27,193S, and own^d 
by Mallard and Holheimer, and the Lutz application S. 4* 
S6,060 filed June 19, 1936, and assigned to the General Mo- 
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ton; Corporation. Following the Board's decision, Mallard 
and Hofheimer, on or about December 23, 1946, filed their 
Complaint to commence Civil Action No. 38210 (Appeal 
No. 9947). 

Civil Action No. 38212 (Appeal No. 9948) is based upon 
a second Patent Office Interference No. 75439 which was 
declared by the Patent Office on March 3,193S (Appellants’ 
App. 41 A, par. 5). The Mallard application S. N. 204,646 
was added to the interference on June 24,1941 (Appellants’ 
App. 41A, par. 5). The issue of this interference was de¬ 
fined in a single count (Appellants’ App. 37A). On or 
about October 31. 1946, the Board of Appeals awarded pri- 
oritv of invention against Mallard and in favor of the 
party Storer (Appellants’ App. 3SA). At the time of the 
Board’s decision, interference No. 75439 involved but two 
applications, the aforesaid Mallard application S. N. 204,- 
646 filed April 27, 1938, and owned by Mallard and Hof- 
heimer, and the Storer application S. N. 60,074, filed Janu¬ 
ary 31, 1936, and assigned to the General Motors Corpora¬ 
tion. Following the Board's decision, Mallard and Hof¬ 
heimer, on or about December 23, 1946, filed their Com¬ 
plaint commencing Civil Action 38212. 

When Civil Actions Nos. 3S210 and 3S212 were com¬ 
menced by the Appellants, it was perfectly apparent on the 
record that the sole adverse defendant in each action was 
the General Motors Corporation. For that reason, the Ap¬ 
pellees, in paragraph 3 of each of their Answers (Appel¬ 
lants' App. 6A and 41 A), denied that the Court below had 
jurisdiction under U. S. C. Title 35, Sections 63 or 72a as 
alleged in paragraph 4 of each of Appellants’ Complaints 
(Appellants’ App. 2A and 37A). 

The Appellants made no move whatever either to refile 
their Complaints in the proper jurisdiction (they had sev¬ 
eral months to do so) or to request a preliminary hearing 
by the Court below on the issue of jurisdiction. Therefore, 
Appellees asked for such a hearing (Appellants’ App. 14A 
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and 47A). Their request was granted by the Court below 
and on November 13, 1947, the Court below* rendered its 
Opinion (Appellants’ App. 24A) dismissing the Actions 
and orders to that effect w*ere issued on November 20, 
1947 (Appellants’ App. 26A and 56A). 

Appellants were not satisfied. They filed a motion for 
rehearing in each Civil Action (Appellants’ App. 27A and 
57A). These motions remained unacted upon for several 
months until finally Appellees were forced to call them up 
for consideration. Whereupon, on May 2S, 194S, the Court 
below* issued orders overruling the said motions (Appel¬ 
lants’ App. 32A and 63A). On June 10, 194S, more than 
six months after the original orders of November 20, 1947 
dismissing the Actions, Appellants gave notice of their 
appeal to this Court (Appellants’ App. 33A and 64A)- 
Their notices of appeal, however, were not from the origi¬ 
nal orders of November 20, 1947. They were from the pr- 
ders of May 28,194S, overruling the motions for reheariing. 
Subsequently, Appellees moved to dismiss the present Ap¬ 
peals on the ground that the orders of May 2S, 1948 over¬ 
ruling the motions for rehearing were not appealable Or¬ 
ders. Appellees’ motions have not been acted upon by this 
Court up to the present time. 

Thus, the controlling fact in each of the Civil Actions 
directly involved on these appeals is the fact that the Gen¬ 
eral Motors Corporation, a corporation of the State of 
Delaware, is the sole adverse defendant. The principal 
question is therefore — does the Court below* have juris¬ 
diction of either of these actions? The facts also show* 
that Appellants did not appeal from the orders of the 
Court below* dismissing the actions. They appealed sollely 
from the orders overruling the motions for rehearing. 
The secondary question is, therefore, does this Court h^-ve 
jurisdiction of such appeals? We assert that both of th^se 
questions should be answered in the negative. 
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(c) Re: Appellants’ Jurisdictional Averments — With 
regard to appellate jurisdiction of this Court, Appellants 
sav in their “Jurisdictional Statement” (Appellants’ Brief 
3,'last par.) that “This Court has jurisdiction under the 
Act of June 23, 194$, Public Law 773 of the SOth Congress, 
r. S. Code Title 2$, Section 1291.” As we understand this 
law, it became effective Sept. 1, 194S, and therefore has 
no bearing on these appeals which were filed in June 194S. 

With regard, to the jurisdiction of the Court below, Ap¬ 
pellants say in their “Jurisdictional Statement” (Appel¬ 
lants* Brief 3, last par.) and in paragraph 4 of each of 
their Complaints (Appellants' App. 2A, 37A) that the 
Court below has jurisdiction by virtue of Sec. 63 and 72a 
of Title 33 of the United States Code. On the other hand, 
in the Court below, they have admitted that neither one or 
both of these statutes confer jurisdiction of either Action 
standing alone since under these statutes “ — it would be 
necessary for plaintiffs to bring their action in the district 
in which the defendant resides, namely Delaw-are”. (Ap¬ 
pellants' App. 19A, 52A). 

In their “Argument” (Appellants’ Brief 10) Appellants 
apparently shift from the ground advanced in their “Juris¬ 
dictional Statement”. They refer to four other Civil Ac¬ 
tions, in which Mallard and Hofheimer are the plaintiffs 
and General Motors Corporation is named as one of the 
defendants, namely Civil Actions Nos. 33417, 33419, 38211 
and 3S213. They say that the Court below- “ — is the only 
court which can have jurisdiction under the law-,” (Appel¬ 
lants' Brief 13) of the aforesaid four Civil Actions. From 
this they reason that, if the Court below- has jurisdiction 
of the aforesaid four Civil Actions, it should extend its 
jurisdiction to include Civil Actions Nos. 38210 and 38212, 
with which we are directly concerned here. They also ap¬ 
pear to contend that the aforesaid four Civil Actions, along 
with Civil Actions Nos. 38210 and 38212, are all parts of 
the same proceeding and that the interferences on w-hich 
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I 

they are based are all parts of a single interference pro¬ 
ceeding; that all such parts must be considered in deter¬ 
mining jurisdiction and that, if the Court has jurisdictipn 
of one such interference or part, it has jurisdiction of all 
the interferences or parts. Of course, the Appellants did 
not plead either of these grounds in their Complaint. Not¬ 
withstanding this fact we will deal with these contentions 
in our Argument. 

Before concluding our “Counter-Statement of the Case” 
we wish to correct several inaccurate statements made jjy 
the Appellants in their “Jurisdictional Statement” and in 
their “Statement of the Case”, with respect to the follojvv- 
ing matters. 

Re: The Matter of Consolidation —Appellants repeatedly 
state that Civil Actions Nos. 38210 and 3S212, with which 
we are directly concerned here, were consolidated gener¬ 
ally with Civil Actions Nos. 33417, 33419, 3S211 and 382j.3. 
They also repeatedly say that, because of such general ccjn- 
solidation, Appellees are estopped to question the jurisdic¬ 
tion of the Court below’ in Civil Actions Nos. 3S210 apd 
38212. 

The true fact is that no such general consolidation w\as 
ever agreed to by the Appellees or ordered by the Coyrt 
below. The “Order for Consolidation” (Appellants’ App. 
13A) consolidated the actions “pursuant to Stipulation 
dated March 31, 1947”, that is, for the purposes outlined 
in the Stipulation (Appellants’ App. 11 A). The Stipula¬ 
tion of March 31, 1947 w~as presented to Appellees as a 
stipulation providing for certain formal matters. It was 
never presented to Appellees as a stipulation authorizing 
consolidation of the actions generally. If it had been iso 
presented, it never w’ould have been consented to by Appel¬ 
lees for Appellees had no intention whatever of w-aivi^ig 
jurisdiction. Appellants should not be permitted to x^se 
the stipulation for a purpose never intended by Appellees, 
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particularly since Appellees entered into the stipulation at 
the request of the Appellants. The Court below recognized 
that there was “ — some question as to whether defendants 
agreed to consolidate the actions generally — but the 
Court considered the question to be irrelevant for as the 
Court said ** -i- it appears that under Rule 12b of the Fed¬ 
eral Rules of Civil Procedure an agreement to consolidate 
is not a waiver of the right to contest the jurisdiction of 
the Court.", citing authorities. (Appellants'’ App. 25A). 

Re: Mr. Carney —Appellants refer repeatedly to a Mr. 
Carney. They say (Appellants* Brief 2) that Interfer¬ 
ences Xos. 75443 and 75439 were decided in the Patent Of¬ 
fice adversely to Mr. Carney; that Mr. Carney then filed 
an appeal direct to the Court of Customs and Patent Ap¬ 
peals, and that his appeal was blocked, by notice under Sec. 
4911 R. S. (U. S. C. Title 35, Sec. 59a), before Civil Actions 
Xos. 3S210 and 3S212 were filed by Mallard and Hofheimer. 

Where they find these facts in the record of these appeals 
we do not know for Mr. Carney is not a party to Civil Ac¬ 
tions Xos. 3S210 or 3S212 with which we are directly con¬ 
cerned here. He never has been a party to either of these 
Civil Actions. Mr. Carney was not a party to Interference 
Xo. 77>443 or to Interference Xo. 75439 at the time of the 
Board's decision awarding priority of invention against 
Mr. Mallard. 

Obviously, therefore, Mr. Carney or 51 r. Carney's appli¬ 
cation has no connection whatever with these Appeals. 

Re: Mallard Application S. N. 204,646 —Appellants try 
to create the impression that the Mallard application S. N. 
204.646 received unfavorable and inequitable treatment in 
the Patent Office by being “thrown into a series of inter¬ 
ferences between which the claims directed to his ice trays 
are divided'". (Appellants' Brief 4). They infer that, 
after the Mallard application was filed, the Patent Office 
made an interference search and that when other applica¬ 
tions were found claiming the Mallard invention, the sev- 



eral Interferences Nos. 7S099, 7811S, 75449, 75441, ^5443 
and 75439 were declared (Appellants’ Brief 2). 

The facts are not as stated by Appellants. In the first 
place, the aforesaid Mallard application is the last filed ap¬ 
plication of all of the applications involved in any of the 
interferences referred to herein. It was filed over two 
years after the filing of the Storer application involved in 
Civil Action No. 38212 and almost two years after the tiling 
of the Lutz application involved in Civil Actions No. 3$210. 
In the second place, Interferences Nos. 75439, 75441, 7^443 
and 75449 were in existence before the Mallard application 
was filed. The Mallard application was added thereto bnlv 
after Mallard had copied the claims of the aforesaid inter¬ 
ferences for the very purpose of having his application 
added thereto. j 

I 

SUMMARY OF ARGUMENT 

1. Sec. 72a may confer jurisdiction on the Court b^low 
of a suit wherein remedy is sought under Sec. 4915 Rl S., 
only if it appears that there is an adverse party residing 
in a foreign country, or adverse parties residing in a plural¬ 
ity of districts not embraced within the same state. Sec. 
72a cannot confer jurisdiction on the Court below of su<?h a 
suit if it appears, as it does here, that the sole adverse 
party resides in the State of Delaware. 

2. Sec. 72a is a special jurisdictional statute. It con¬ 
tains the words “without seeking other remedy”. Thus, 
while the Court below may, under certain circumstances, 
acquire jurisdiction under Sec. 72a of a suit seeking the 
remedy of Sec. 4915 R. S., the Court below may acquire 
such jurisdiction solely for the purpose of granting or re¬ 
fusing to grant the remedy of Sec. 4915 R. S. with respect 
to the invention of the interference on which the suit is 
predicated. In other words. Sec. 72a does not confer|on 
the Court below jurisdiction to grant any “other remedy” 



10 


i.e„ to settle any other dispute between all or less than all 
of tlie parties. In fact, if such additional remedy is sought, 
Sec. 72a cannot confer jurisdiction on the Court below for 
any purpose. 

3. Each interference, whether or not copending with an¬ 
other interference, is a separate proceeding and each in¬ 
volves its own patentable invention. Each involves its own 
question, that is, priority of invention or who, as between 
the parties to the interference, first invented the invention 
defined in the count of the interference. To hold otherwise, 
that is. to hold that two copending interferences involving 
the same application are parts of a single proceeding, as 
contended by Appellants, would result in an unwarranted 
disturbance of orderly interference procedure both in the 
Patent Office and in the District Courts. 

4. The present appeals are not appeals from the final 
decisions or orders of the Court below dismissing the Ac¬ 
tions. On the contrary, they are appeals from the orders of 
the Court below overruling the motions for rehearing of 
the motions to dismiss. These latter orders are non-appeal- 
able orders and therefore this Court has no jurisdiction 
over the appeals. 


ARGUMENT 

1. In their “Jurisdictional Statement” and in their 
“Complaints** the Appellants assert that jurisdiction re¬ 
sides in the Court below by virtue of Sec. 63 and 72a of 
Title 35 of the United States Code. Their assertion is not 
well founded for the following reasons. 

Sec. 72a confers jurisdiction on the Court below only if 
it appears “ — that there is an adverse party residing in a 
foreign country, or several adverse parties residing in a 
plurality of districts not embraced within the same State, 
— **. Accordingly, the Court below does not have jurisdic- 



11 


tion, under Sec. 72a, of Civil Actions Nos. 38210 and 38212 
with which we are directly concerned here, if it appears 
that, in each Action, the sole adverse party is a resident of 
the State of Delaware. 

In Civil Action No. 3S210, the Lutz application S.jN. 
86,060 is the only application that is adverse to the AJfal- 
lard application. Lutz has assigned the entire right, title 
and interest in and to the aforesaid Lutz application to the 
General Motors Corporation, a corporation of the State of 
Delaware. Likewise, in Civil Action No. 3S212, the Storer 
application S. N. 60,074 is the only application whicl^ is 
adverse to the Mallard application. Storer has assigned 
the entire right, title and interest in and to the aforesaid 
Storer application to the General Motors Corporatibn. 
The facts concerning these assignments are set out in our 
“Counter-Statement of the Case”. 

It is well settled law that, in an action seeking remedy 
under Sec. 4915 R. S., the owner of the entire right, tijtle 
and interest in and to the application involved, is an indis¬ 
pensable party to the Action. Solomon v. Schlicker, 58 jF. 
Supp. 444, E. D. N. Y.; 63 U. S. P. Q. 34S. Hazeltine Cory. 
V. White, 68 F. 2d 715, CCA 2; 21 U. S. P. Q. 31. Robinson, 
Jr. V. Wayne, 7S App. D. C. 15; 136 F. 2d 767,57 U. S. P. Q. 
514. J. B. Pierce Foundation v. Penberthy, 22 F. Supp. 
239, D. C. Del.; 36 U. S. P. Q. 440. 

It is likewise well settled law that the assignor of tjhe 
entire right, title and interest in and to the application in¬ 
volved is not an indispensable party to the action and that 
his place of residence cannot be used with the place of resi¬ 
dence of his assignee to confer jurisdiction under Sec. 72a. 
Standard Oil Co. v. Pure Oil Co., 19 F. Supp. 833, D. C. D. 
C.; 35 IT. S. P. Q. 108. Nakken Patents Cory. v. Westing- 
house, 21 F. Supp. 336, E. D. Pa.; 36 U. S. P. Q. 245. Solo¬ 
mon v. Schlicker, 58 F. Supp. 444, E. D. N. Y.; 63 U. S. P. 
Q. 348. Etten v. Kauffman et al., 25 F. Supp. 215, W. D. 
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Pa.: 37 1’. S. P. Q. 329. J. B Pierce Foundation v. Pen- 
berth 22 F. Supp. 239, D. C. Del.; 36 U. S. P. Q. 440. 

Accordingly, in each of the Civil Actions with which we 
are concerned here, the sole adverse party is the General 
Motors Corporation, a resident of the State of Delaware. 
Appellants admitted this to be the fact before the Court be¬ 
low and their admission is referred to in the Opinion of 
the Court below. (Appellants’ App. 24A). 

Therefore, the Court below does not have jurisdiction, 
under Sec. 72a, of either of these Actions. 

2. In the last paragraph on page S of their “Argument ’ 1 
(Appellants' Brief 8), Appellants assume that the Court 
below has acquired jurisdiction of Civil Actions Nos. 33417, 
33419. 38211 and 38213. On the basis of that assumption, 
they say **—therefore General Motors Corporation is in 
Court, and the Court having jurisdiction of the parties 
should settle all of the intimately related disputes—between 
the General Motors Corporation and Mallard et al . 1 \ This 
contention also appears to be vaguely embodied in their 
Point 2 (Appellants' Brief 7). It is not well founded for 
the following reasons. 

Sec. 72a appears to be the only statute under which the 
Court below may have acquired jurisdiction of the afore¬ 
said four Civil Actions. This statute is a special juris¬ 
dictional statute. It includes the words, “without seeking 
other remedy”. 

Under Sec. 72a the Court below may, under certain cir¬ 
cumstances, acquire jurisdiction of a suit seeking the rem¬ 
edy of Sec. 4915 R. S. But if the Court below does acquire 
such jurisdiction, it does so for the sole purpose of grant¬ 
ing or refusing to grant the remedy of Sec. 4915 R. S. 
with respect to the invention of the interference on which 
the suit is based. The Court below does not acquire, under 
Sec*. 72a, jurisdiction to grant any other remedy, that is, 
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to settle any other dispute between all or less than al|l of 
the parties. This is the very purpose of the words “with¬ 
out seeking other remedy” contained in Sec. 72a. Tljese 
words are not in the statute by accident. They are there 
for a very good purpose and that purpose is well illustrated 
in the present actions. 

Under the general jurisdictional statutes, an actioi^ in 
personam must be brought in the district within which 
defendant resides. Under these statutes, therefore, j an 
interferant-applicant, seeking the remedy of Sec. 4915 R. 
S. with respect to the invention of the interference in 
which he was unsuccessful, must file his Complaint in Ithe 
district where the adverse party resides. This is not a 
difficult matter where the interference involves but a single 
adverse defendant. It is a difficult matter, however, where 
the interference involves two or more adverse parties each 
residing in different districts not embraced within ihe 
same states. 

Sec. 72a recognizes this difficulty and provides a solution 
by permitting the interferant-applicant, under such Cir¬ 
cumstances, to file his Complaint in the Court below. Tn 
other words, it side-steps the general jurisdictional stat¬ 
utes and compels the adverse parties to leave their own 
districts and to appear in the District of Columbia before 
the Court below. But in giving this right to the int^r- 
ferant-applicant, and in compelling the adverse parties to 
leave their own districts. Sec. 72a makes it perfectly cl^ar 
that the Court below shall have jurisdiction for the sole 
purpose of granting or refusing to grant the remedy of 
Sec. 4915 R. S. with respect to the invention of the inter¬ 
ference on which the bill is predicated. 

Accordingly, if the Court below has jurisdiction of Ciyil 
Actions Nos. 33417, 33419, 38211 and 38213, (and this we 
do not admit) the General Motors Corporation is in t)ie 
Court below for the sole purpose of defending itself agaipst 
Appellants’ claim to priority of invention with respect to 
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the inventions of the aforesaid four Civil Actions. Such 
jurisdiction, if its exists, cannot be extended to include 
jurisdiction of the two actions with which we are concerned 
here. 

Incidentally, and this is not in point on these present 
appeals although it may have some bearing on the appeals 
in the aforesaid four Civil Actions, the very fact that 
Appellants indicate that they are seeking an additional 
remedy in the aforesaid four Civil Actions, that is, that 
they are seeking to use the aforesaid actions to confer 
jurisdiction on the Court below with respect to the present 
two Civil Actions, naturally raises the question as to 
whether the aforesaid four Civil Actions comply with the 
requirements of Sec. 72a. 

3. In their ‘‘Argument”, Appellants appear to contend 
that Civil Actions Xos. 38*210 and 3S212, with which we 
are concerned here, are not separate Civil Actions at all, 
but on the contrary are merely parts, along with Civil 
Actions Xos. 33417, 33419, 38211 and 3S213, of a single 
imaginary proceeding. Likewise, they appear to contend 
that the interferences, on which the aforesaid actions are 
based, are merely parts of one proceeding; that all of them 
must be considered together in determining whether or 
not the Court below has jurisdiction of any one of the 
interferences; and that, if the Court below has jurisdiction 
of one of the interferences in a Civil Action, it has juris¬ 
diction of all of them. 

If these are the Appellants’ contentions they are per- 

fectlv ridiculous on their face. Thev are shown to be ridic- 
• * 

ulous by the very set of facts used by the Appellants in 
support of their contentions. For example, on page 18 
of their brief. Appellants assume a situation where a single 
application (which we will call application Xo. 1) becomes 
involved in ten different two-party interferences, each of 
which involves application X~o. 1 as one party and one of 
ten other applications (which we will call applications Nos. 
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2 to 11 inclusive) as the other party. Under the orderly 
procedure now followed in the Patent Office, such a situa¬ 
tion would arise if applicant No. 1 was claiming ten sepa¬ 
rate patentable inventions, each of which was disclosed in 
a different adverse application. It is not an unusual 
situation. 

Appellants say that, under Chief Justice Laws’ inter¬ 
pretation of Sec. 72a (which is the only correct interpre¬ 
tation) applicant No. 1, if he lost all ten of the interfer¬ 
ences, might be required to file ten different Civil Actions 
in ten different districts if it appeared that each of appli¬ 
cants 2 to 11 inclusive resided in different districts. Tiiis 
is exactly what he should be required to do for he is 
attempting to obtain relief with respect to ten different 
inventions. 

I 

Appellants say that Chief Justic Laws is in error and 
that, in such a situation, all of the interferences should ibe 
considered as constituting parts of a single proceeding aiid 
that, in view of the adverse parties involved in that imagi¬ 
nary single proceedings, applicant No. 1 should be per¬ 
mitted to file an action in the Court below, under Sec. 7^a, 
naming each of the applicants 2 to 11 inclusive as adverse 
parties. Consider this contention carefully. 

Applicants 2 to 11 inclusive are not in interference with 
each other. Each is concerned solely with the invention 
forming the issue of the interference in which he is involved 
with applicant No. 1. Therefore, applicants 2 to 11 inclu¬ 
sive are not entitled to inspect each other’s applications. 
Consequently the ten interferences cannot be considered 
as a single interference proceeding. They cannot even be 
conducted or decided at the same time. 

Suppose now that the ten interferences are decided more 
than six months apart. After the first twm-party inter¬ 
ference has been decided, applicant No. 1 desires to file a 
civil action under Sec. 4915 in the Court below in accord- 
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ance with Api^llants* contention. How does he go about 
it ? Does he name all of the ten applicants as parties to 
the suit and. if he does, does he ask for the remedy of Sec. 
4915 with respect to the counts of all of the interferences? 
If he does this, what happens to the nine interferences 
which have not yet been decided by the Patent Office? Are 
they transmitted to the Court below without being decided 
by the Patent Office? If they are so transmitted, what 
authority has the Court below to pass upon an invention 
which has not been passed upon by the Patent Office? And 
under what rule of law are applicants Nos. 2 to 11 inclusive 
brought to the District of Columbia when each is solely 
interested in the invention defined in the count of his own 
interference and when there is only a single party adverse 
to him claiming that invention? 

If on the other hand the undecided interferences do not 
go to the Court below when applicant No. 1 files his first 
suit under Sec. 4915, has the Patent Office jurisdiction to 
render a decision in such interferences? Further does 
each interference automatically go to the Court below as 
soon as it is decided by the Patent Office? If so what would 
happen if the Civil Action, based on the first decided inter¬ 
ference. had been decided by the Court below before the 
last two-party interference had been decided by the Patent 
Office? Would it still be within the jurisdiction of the 
Court below? Further suppose that one or two of the 
interferences were decided in favor of applicant No. 1. 
What would happen then? Surely the dissatisfied appli¬ 
cant could not sue in the Court below on the basis of some 
alleged jurisdiction acquired in a controversy in which he 
was not involved. 

Suppose also that applicant No. 1 does not file his suit 
in the Court below until after all the interferences are 
decided in the Office. What happens to the interference 
that was decided by the Office more than six months prior 
to the filing of the suit ? Surely the Court below does not 
have jurisdiction of it under any statute or rule of law. 
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Further under Appellants’ contention, who is to 
what interferences constitute parts of a single proceediitg? 
For example, w’hile applicant No. 1 is involved in ten 
separate two-party interferences, it may also be that appli¬ 
cant No. 2 is involved in a second series of interferences 
and that each applicant is involved in a plurality of inter¬ 
ferences. Obviously all of such interferences would fall 
in the same general field since all would involve a general 
intermingling of the same applications. Would all of these 
interferences automatically come within the jurisdiction 
of the Court below as soon as applicant No. 1 elected to 
file a bill of complaint in the Court below’? If so the situ¬ 
ation would indeed be complicated. Probably the Appel¬ 
lants have the answers but it is certain that we do nbt. 
Nor can vre see how any form of orderly procedure coqld 
be predicated on Appellants’ contentions. 

That Appellants’ contentions are ridiculous is also shovjm 
by the very facts w’hich exist in Interferences Nos. 75443, 
75439, 78099, 78118, 75449 and 75441 in which the Mallard 
application is involved. For example, Interferences Nqs. 
75443 and 75439, on w’hich the present Civil Actions are 
based, were not decided in the Patent Office until loiig 
after Interferences Nos. 7S099 and 7S11S had become in¬ 
volved in Civil Actions Nos. 33417 and 33419, filed in tljie 
Court bclov\ Under Appellants’ contention, when did tfye 
Court belov T acquire jurisdiction of the subject matter of In¬ 
terferences Nos. 75443 and 75449 on which the two preseht 
Civil Actions are based? If the Court below acquired juris¬ 
diction thereof wffien Civil Action 33417 was filed, did tile 
Patent Office have jurisdiction to render its final decisiorj? 
Further Appellants admit that their Mallard application 
was involved in many other interferences. Where are suc^i 
interferences? Why are they not before the Court belo^, 
for under Appellants’ contention they are all parts of lfijs 
imaginary proceeding wffiich he says is before the Cqnift 
below? Actually, at one time there were as many as 30 
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copending interferences in which there was a general inter¬ 
mingling to the present parties. According to Appellants’ 
theory, all of these .’>0 interferences should be before the 
Court below. Certainly Appellants have not named as 
parties to any of his Civil Actions all of the parties at one 
time involved in the interferences. 

All this confusion, which would be caused by the accept¬ 
ance of Appellants’ contentions, can never arise under the 
orderly procedure now followed in the Patent Office and in 
the Courts. For example, in the illustrations used by 
Appellants oh page IS of their brief, the Patent Office 
would declare ten separate interferences. Each would be 
conducted as a separate proceeding and, when each was 
finally decided, the dissatisfied party would have the right 
to proceed by way of civil action in the proper district 
or by way of an appeal under Section 4911. There could 
have been no conflicting decisions for the very simple 
reason that each interference would involve a separate 
invention and a separate question. 

It is quite obvious therefore that Appellants’ contentions 
should be rejected if for no other reason than their accept¬ 
ance would result in an unwarranted disturbance of orderly 
procedure now followed in the Patent Office and in the 
Courts. Krasnoic and Curtiss v. Bender, C. C. P. A., 79 
U. S. P. Q. 7S. Hut aside from this. Appellants’ conten¬ 
tions are obviously based upon an incorrect view of the 
true character of an interference. 

An interference is a proceeding instituted in the Patent 
Office for the purpose of determining priority of inven¬ 
tion between two or more parties each claiming the same 
patentable invention. When an interference is declared, 
the patentable invention is defined in a claim or count and 
all parties seeking the allowance of that claim or count are 
made parties to the interference. The question involved is 
priority of invention, or who, as between the parties to the 
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interference, first invented the invention defined in tjhe 
claim or count. In other words, each interference has Its 
own patentable invention and its own specific question. In 
theory at least there can never be two copending interfer¬ 
ences ever involving the same invention. 

Appellants’ contentions are based upon the premise th£t, 
where a single application is involved in a plurality of in¬ 
terferences, all such interferences are directed to the saijne 
invention and involve the same question. But this is i^ot 
true and it cannot be true under orderly procedure, for eabh 
interference is directed to its own invention. For exam¬ 
ple, in the present interferences, it is not true that the in¬ 
vention of each interference is merely “an ice tray” pr 
merely a tray consisting of “longitudinal and transverse 
partition members connected in a manner to permit rela¬ 
tive movement between them to cause release of ice cubes f’. 
(Appellants’ Brief 2, 12). Each of the interferences is di¬ 
rected to a different invention and none of these inventions 
is the invention which Appellants claim constitute the in¬ 
vention of all of the interferences. 

The interferences with which we are concerned ha^e 
been pending for many years. Never at any time did tlje 
Appellants claim that all such interferences were directed 
to the same invention. We question whether they seriously 
make that claim at the present time, for it seems very un¬ 
likely that Appellants or anyone else would strive to se¬ 
cure the allowance of the same invention in six differeiit 
interferences and in six different Civil Actions. 

The Appellants also say that all of the aforesaid inter¬ 
ferences involve a single question. They define this ques¬ 
tion as “the one question of priority or who made the ic|e 
tray invention”. (Appellants’ App. 12). What ice trajy 
invention are they talking about? Obviously there is no 
contest or argument concerning who made the Mallard ic|e 
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tray, or who first made the Storer ice tray or the Lutz tray 
or tlie tray of any other applicant involved in these inter¬ 
ferences, for no two of these applicants disclose exactly 
the same tray. The fact of the matter is that each inter¬ 
ference involves a separate question, and this question is 
intimately tied in with the specific invention which forms 
the issue of the interference. 

It seems quite obvious therefore that Appellants’ conten¬ 
tions must be rejected, first because their acceptance would 
result in an unwarranted disturbance of orderly interfer- 
ence procedure and secondly because Appellants have ad¬ 
vanced no sound reason in favor of their acceptance. Each 
interference is a separate proceeding and this is true even 
where there are several interferences each involving the 
same application. 

4. Appellee, General Motors Corporation, has pending 
before this Court, motions to dismiss the present appeals 
on the ground that the appeals are not from the final orders 
issued November 20, 1047 dismissing the actions but, on the 
contrary, that such appeals are from the non-appealable 
orders of May 28, 1948 overruling the motions for rehear¬ 
ing. We here reassert the contentions of our motions to 
dismiss, and briefly summarize our argument as follows: 

“An appeal does not lie from the denial of a petition for 
rehearing.*’ Pfeister r. Northern III. Finance Corporation, 
317 I*. S. 144: (53 S. Ct. 133; 87 L. Ed. 14b. See also French 
r. Je fries et al, CCA 7,lbl F. (2d) 97. Washington Times 
Co. r. Bonner , bb App. D. C. 280; Sb F. (2d) 83b. 

It has also been held that an appeal from a nonappeal- 
able order cannot be considered as the equivalent of an 
appeal from an appealable order. Bass v. Baltimore & 0. 
Terminal R. Co., et al , CCA 7, 142 F. (2d) 779. This is 
particularly true in the ordinary case, that is, in the case 
where tiie motion for rehearing is not based on newly dis- 
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covered evidence. Hamilton v. United States, IS App. 
D. C. 316,140 F. (2d) 679. 

Appellants did not base their motions for rehearing pn 
newly discovered evidence. Therefore these cases are or¬ 
dinary cases and the appeals from the non-appealable or¬ 
ders should not be considered the equivalent of appeals 
from the final orders of November 20,1947. 


CONCLUSIONS 

All the authorities and all the logic indicate that the 
Court below lacks jurisdiction of Civil Actions Nos. 3S21|0 
and 3S212 and of the sole adverse party, General Motors 
Corporation, a corporation of Delaware. 

It also appears that appeals Nos. 9947 and 994S are n^t 
properly before this Court, because they are from the noh- 
appealable orders of May 28, 194S and not from the final 
orders of November 2S, 1947. 

These suits were brought by the Appellants and the facjt 
that they were not brought in the proper District Court is 
not the fault of Appellees. The issue — lack of jurisdic¬ 
tion — was raised in Appellee’s answer. Appellants could 
have asked for particulars long ago. They could have ha<ji 
the issue tried long prior to the expiration of the time al¬ 
lowed for the filing of the suits in the proper jurisdiction!. 

There are no equities whatever in Appellants’ favoij. 
They lost no rights by reason of the filing of the suits, for 
they had no right to file these suits in this jurisdiction. Ijf 
they lost rights, it is because they failed to exercise thei}* 
rights in the proper District at the proper time. 

We submit therefore that the District Court does nolt 
have jurisdiction of these actions and that the decision of 
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ihe district Court dismissing the complaints should be 
affirmed. We submit, also, that these appeals should be 
dismissed for lack of jurisdiction thereof by this Court. 

Respectfully submitted, 

John G. Sbarbaro 
952 National Press Bldg. 
Washington 4, D. C. 

Attorney for Appellees. 

R. R. Candor 
G. H. Strickland 
300 Taylor Street 
Dayton 1, Ohio 

Of Counsel. 
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